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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 


Brown Cloth 
Brown Buckram 
Digest, vols. 1-14, inc. (either binding) 
Digest, vols. 15-26, inc. (either binding) 
Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Diaest. 
Transportation extra. 
Tue Unirep States Trape-Mark Association, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 522 Fifth Avenue, New York City. 
Address all communications to 
522 Fifth Avenue, New York City. 
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In Times Like These More and More 
Lawyers Turn To Shepard's 


* * * * Because Emphasis on Essentials and Re- 
hability Is Doubly Important. You want the 
things that really count at a price you can afford 
to pay. And that is when Shepard's shines. 


First, you have the complete history of every 
case. Then, its interpretation by the state and 
federal courts and where mentioned in other 
publications. 


In a few minutes you have run your case down 
to date and located other cases in point which 
no other method of’ research would disclose. 


And in a similar way you test your statute law 
for amendments, repeals, etc., and for judicial 
construction which is so essential. Then you 
run your citing, cases down to date. 


It’s quite simple and very economical both in 
time and expense. 


And you have the reassuring, feeling, that you 
have thoroughly tested your cases and statutes 
and that you are up to date. 


Shepard's Citations 
The Frank Shepard Company 
76-88 Lafayette Street 
New York 
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Ture GrRanpD LopGe IMprovep, BENEVOLENT AND ProTrectTivE ORDER 


or ELks or THE Wor -p v. EurEKA LopGeE No. 5, 














INDEPENDENT ELKs, ET AL. 
United States Circuit Court of Appeals, Fourth Circuit 
August 17, 1940 


Unrair Competition—‘ELKs’—NaAme or FratrernNat Orper—RiGuT To 
Use. 

The continued use by defendant, a local lodge of plaintiff's fraternal 
order, of the name “Elks,” after it has been expelled from the order for 
non-payment of dues, he/d unfair competition. 

Unrarr Compretirion—Usr or FRATERNAL NAME AND EMBLEMS BY SECEDING 
MEMBER. 

Where a name, not merely generic or descriptive, is adopted by an 
order, there is no reason why seceding members should be allowed to 
use it. In the case at issue, the use by defendants of the name “Elks” 
ifter they had ceased to be members of the parent order amounted to a 
fraud on the public and should be enjoined. 

Unrarr CoMPetITION—SvuitTs—DEcREE. 

In the case at issue, the decree appealed from was modified so as to 
forbid defendants using the word “Elks” in their corporate name, or 
upon their stationery or literature, or the ritual, emblems or insignia of 

plaintiff's order. 










In equity. Action for unfair competition. Appeal from the 
United States District Court, Eastern District of Virginia. From 


1 decree for plaintiff, plaintiff appeals. Modified. 














Witiiam C. Hvueston and Perry W. Howarp, both of Wash- 
ington, D. C. (W. W. Foreman and Water H. Lanp, both 
of Norfolk, Va., and T. H. Reip and J. C. Ropinson), for 
appellant. 

James G. Martin and E. S. Perers, both of Norfolk, Va., for 


appellees. 
Before Parker, Doster and Nortucorrt, Circuit Judges. 


Parker, C. J.: Plaintiff is the grand lodge of the colored fra- 
ternal order which was before this court as plaintiff in the case of 
Grand Lodge of Improved, Benevolent and Protective Order of Elks 
of the World v. Grand Lodge, Improved, Benevolent and Protective 
Order of Elks of the World, Inc., et al., 4 Cir. 50 F. 2d 860. Prior 
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to 1939, Eureka Lodge No. 5 was one of its local lodges at Nor- 
folk, Va. As a result of a controversy, the connection between this 
local lodge and the plaintiff grand lodge was definitely severed in 
the summer of 1939, plaintiff claiming that the charter of the local 
lodge was revoked and its members expelled from the order for 
failure to pay dues, and defendants claiming that it withdrew from 
the grand lodge because of mistreatment. 

After the severance of the relationship between plaintiff and the 
local lodge, the latter, which had been incorporated under the laws 
of Virginia, amended its charter, changing its corporate name to 
“Eureka Lodge No. 5, Independent Elks,” and under that name 
continued to function as an Elks lodge. This suit was thereupon 
instituted by plaintiff against the local lodge and two of its officers, 
and a temporary injunction was obtained restraining them from 
using the word “Elks” or the ritual, emblems, insignia, or other 
paraphernalia of plaintiff. On final hearing, decree was entered 
enjoining defendants from using as the name of their organization 
“Eureka Lodge No. 5, Independent Elks” or “any other name so 
similar to the name of the plaintiff, which standing alone, or in con 
junction with other writings or symbols, has a tendency to mislead 
or deceive the public into believing that the defendant organization is 
a subordinate lodge of, or is connected with the plaintiff.” The 
injunctive decree, however, contained the following proviso: 


Provided, however, that the defendants may use “Elks” or “Eureka 


. Lodge,” or all of those words, as parts of the name of their order and in 


connection with their fraternal activities, provided that in so doing defend- 
ants and those associated with them use every reasonable effort to prevent 
confusion as to the two fraternal orders; that is to say, those words, if and 
when used by defendants and their associates, must be so described, modified 
or limited by other appropriate words and symbols as to avoid any reason- 
able conclusion by the public or prospective members that the defendant 
organization is connected or affiliated with plaintiff. 

Plaintiff appealed from so much of this order as permitted the 
use of the words “Elks” or “Eureka Lodge” by defendants, but 
on the argument before us very properly abandoned any contention 
as to the use of ‘““Eureka Lodge.” As to the use of the word “Elks” 
and the ritual, emblems, insignia, and other paraphernalia of the 


order, we think that plaintiff's position is well taken and must 
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be sustained. The principles applicable were fully stated by this 
court in the former case, Grand Lodge Improved, Benevolent and 
Protective Order of Elks v. Grand Lodge Improved, Benevolent 
and Protective Order of Elks, Inc., supra, 50 F. 2d 860, where, 
with respect to a very similar controversy between the organization 
which is the plaintiff here and certain of its seceding members in 
the State of Virginia, we said: 

In the case at bar, complainant for more than a quarter of a century had 
enjoyed the use of its name and had built up thereunder a large fraternal 
order among the colored people of the United States. Its fraternal, 
charitable, and educational activities had commended it to the public, and 
had given membership therein a value to the people from whom it recruited 
its membership. It was entitled to enjoy the fruits of the organization which 
it had built up, unhampered by the efforts of others to appropriate to them- 
selves its corporate name with the advantages thereto attaching. If the 
Virginia members were dissatisfied, they, of course, had a right to withdraw 
and organize a new order; but they had no right, if they did so, to adopt the 
name of the original order or to hold themselves out as a branch of that 
order. ‘To do so constitutes a fraud upon the original order and upon the 
public, and, if allowed, would result in enabling the rival organization to 
appropriate to itself the advantages which the original order had built up 
through years of effort. A more glaring example of unfair competition 
could not well be imagined. 

The word “Elks” is the dominant word in the name of plaintiff 
order. So far as the public is concerned, “improved,” “benevolent,” 
“protective” and “of the world” are mere surplusage. See Emory 
v. Grand United Order of Odd Fellows, 140 Ga. 423, 78 S. E. 922; 
Knights of Maccabees v. Searle, 75 Neb. 285, 106 N. W. 448. The 
order is known as the colored “Elks”; and if defendants are allowed 
to use the word “Elks” in the name of their organization, the 
injunction granted by the court below will amount to nothing. 
Defendants as “Elks” will continue to be identified in the mind 
of the public with the plaintiff organization; and this will be unfair 
to plaintiff, not only because it will enable defendants to infringe 
upon the rights of plaintiff with respect to the use of a name to 
which plaintiff's organization has given value, but also because 
it will subject plaintiff in the public mind to responsibility for the 
action of a group over which it has no further control. 

It is argued that inasmuch as defendants have been members 


of the order, they have the right, after seceding from it, to use so 
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much of its name as will identify them as having been originally 
connected with it. Reliance for this position is placed upon the 
decision of Supreme Lodge, Knights of Pythias v. Improved Order 
Knights of Pythias, 113 Mich. 133, 71 N. W. 470, 38 L. R. A. 658. 
As we pointed out in our former decision, however, the soundness of 
this Knights of Pythias decision is questionable. And see Creswill 
v. Knights of Pythias, 133 Ga. 837, 67 S. E. 188, 134 Am. St. 
Rep. 231, 18 Ann. Cas. 453, and Emory v. Grand United Order 
of Odd Fellows, supra. Where a name, not merely generic or 
descriptive, is adopted by an order, there is no reason why seceding 
members should be allowed to use it. Such use by seceding mem- 
bers over whom the order has no further control, has obviously every 
element of unfairness that would arise from use by strangers. To 
say that the defendants are “Elks” and, therefore, have the right to 
use the word “Elks” in the name of their organization is to beg the 
question. They cease to be “Elks” when their connection with the 
organization is severed. When members of the order, they are 
“Elks,” not in any generic or descriptive sense of that word, but in 
an imaginative sense. They are not elks, but men, and are called 
“Elks” only because of membership in the order which has adopted 
that name. Upon separation from the order, their use of the name 
applicable to members of the order amounts to a fraud upon the 
order and upon the public and should be enjoined. Grand Lodge 
Improved, Benevolent and Protective Order of Elks v. Grand Lodge 
Improved, Benevolent and Protective Order of Elks, Inc., supra; 
International Committee of Young Women’s Christian Association 
v. Young Women’s Christian Association of Chicago, 194 Ill. 194, 
62 N. E. 551,56 L. R. A. 888; Emory v. Grand United Order of Odd 
Fellows, supra. 

It is further argued that Eureka Lodge should be permitted to 
use the word “‘Elks”’ in its corporate name because it existed as an 
“Elks” lodge prior to plaintiff's incorporation. The date of incor- 
poration, however, is immaterial. Plaintiff order was organized a 


number of years before it was incorporated, and unquestionably 


granted a charter to Eureka Lodge in the year 1899 under which 
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that lodge operated until the relationship was severed in 1939. 
Any separate existence which Eureka lodge may have had prioz to 
1899 was merged with that of plaintiff on acceptance of the charter. 
The fact that the local lodge was incorporated in 1907 and again in 
1913 under the laws of Virginia is unimportant. Such incorporation 
was as a subordinate lodge of plaintiff, not as an independent organi- 
zation. 

Appellee has made a motion to dismiss the appeal on the ground 
that appellants did not serve a statement of the points upon which 
they would rely upon appeal while designating less than the com- 
plete record for inclusion in the transcript. As appellee designated 
for inclusion all parts of the record not designated by appellants, 
however, and as the entire record was certified by the Clerk of the 
District Court and is before us, any irregularity in the designation of 
the record by appellants has been cured. 

For the reasons stated, the decree appealed from should be modi- 
tied so as to forbid defendants’ using the word “Elks”’ in their cor- 
porate name, or upon their stationery or literature, and to forbid 
their using the ritual, emblems, insignia or other paraphernalia of 
plaintiff order. 

Modified. 


Ture ReYNoLps & REYNoLps CoMPANY v. NorRICK, ET AL. 


doing business as Norick Brotuers, Printers 
United States Circuit Court of Appeals, Tenth Circuit 


July 31, 1940 


lrRaApE-MArKS—DEFINITION. 

A trade-mark is a distinctive mark of authenticity through which 
the goods of a particular producer may be distinguished from that of 
others. 

Unrair COMPETITION—-WHEN PRESENT. 

The principle underlying unfair trade practice is that one manu- 
facturer is palming off his merchandise as that of another. 

Unrair Competirion—Use or UNPATENTED AND UNCOPYRIGHTED MATTER BY 
Competiror-—ACCOUNTING ForMs. 

Printed forms, prepared for use in the sales accounting of automobile 
dealers and agencies, and approved and recommended to its dealers by 
General Motors Corporation, held publici juris in the absence of protec- 

tion by patent or copyright. 
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Unrarr CoMPETITION—ACCOUNTING FormMs—RESTRICTIONS ON USE. 

In the case at issue, defendants were required only to identify their 
forms in such a manner as not reasonably to be taken for those of plain 
tiff. To enjoin defendant from the use of its forms would be to grant 
plaintiff a copyright. 

In equity. Appeal from the District Court for the Western 
District of Oklahoma. Action for unfair competition. From a 
judgment for the defendants, plaintiff appeals. Affirmed. 


Rowan A. Greer, Dayton, Ohio (Keaton, Wells & Johnston and 
David I. Johnston, both of Oklahoma City, Okla., T’oulmin & 
Toulmin, H. A. Toulmin and H. A. Toulmin, Jr., all of Day 
ton, Ohio, with him on the brief), for appellant. 


Kenneth E. McAfee and J. B. Dudley (Brown & McAfee and 
Dudley, Hyde, Duvall § Dudley with them on the brief), all 
of Oklahoma City, Okla., for appellees. 


Before Puiturrs, Bratton and Huxman, Circuit Judges. 


Bratton, C. J.: This action was instituted by The Reynolds & 
Reynolds Company, of Dayton, Ohio, against Henry Norick and 
Walter Norick of Oklahoma City, Okla., co-partners engaged in 
business under the trade-name Norick Bros., Printers. The parties 
will be referred to as they appeared in the trial court. Both are 
engaged in the printing business and are competitors, particularly in 
the printing and furnishing of forms for use by automobile dealers 
and agencies. Plaintiff alleged that in the year 1929 it originally 
conceived and placed on the market a set of complete forms cover- 
ing business systems, including accounting, sales, service and mis- 
cellaneous forms, shop and repair orders, binders and other forms, 
adaptable to automobile dealers and agencies; that such forms were 
prepared and arranged under various, proper and appropriate head- 
ings, all in a distinctive style, form, color, design and arrangement 
of matter thereon; that they have become generally known through- 
out the trade and to the public as Dealers’ Standard Accounting 
Forms, generally referred to as DSA forms; that DSA is the duly 
registered trade-mark of plaintiff, issued October 4, 1932; that with 
intent to cheat and defraud plaintiff of its just rewards and profits, 
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ind in misappropriation of its property rights and interests, defend- 
ints copied, simulated, imitated, counterfeited, pirated and pla- 
giarized a number of such forms, and sold them to the same trade 
1s that dealt with by plaintiff; that in further effort to appropriate 
the business of plaintiff defendants placed or printed upon their 
forms the repeat order numbers of plaintiff for their genuine forms, 
with the digit “1” added in front of the regular repeat order of 
plaintiff; that the forms of defendants are inferior in quality, grade 
and skill in workmanship to those of plaintiff, but that the two 
cannot be distinguished by casual examination; that through their 
wrongful conduct, defendants caused the trade generally to believe 
that they handle, make and sell the genuine forms of the manufac- 
ture of plaintiff; and that plaintiff has lost and, unless defendants 
ire restrained from continuing such unfair trade practice, will 
continue to lose profits and sustain injury to its reputation, standing 
and good-will in the trade. The prayer was that defendants be 
enjoined from further copying and simulating such forms and selling 
them to the trade, and for an accounting. 

Defendants answered that they have served automobile dealers 
since 1910; that, in 1918, they adopted and began printing the various 
forms comprising a complete accounting system called Standard 
Accounting System for use by those engaged in the business of auto- 
mobile dealers and agencies; that most, if not all, of such forms were 
different from those previously seen by defendants, but the methods 
and practices for accounting in such business were more or less 
uniform; that such original system was improved and revised on 


different occasions; that the forms constituting the system of plain- 


tiff are remarkably similar to those previously printed and sold by 


defendants; that in theory, practice and effect the two are the same, 
and, by slightly changing the names of the various accounts and 
numbers thereof, those printed by defendants could be substituted 
and used in the place of those printed by plaintiff; that the forms 
of plaintiff were not in any sense new, novel or original; that in 
preparing its forms, plaintiff copied and simulated forms thereto- 


fore made and printed by defendants; that the forms of plaintiff 
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were designed particularly for use by the various dealer organiza- 
tions of General Motors Corporation and its subsidiaries; that 
General Motors and its subsidiaries designed them, and ever since 
have waged an active campaign to induce all of their dealers to 
adopt and use them; that a provision contained in the licenses or 
franchises of the dealers required them to use and keep a uniform 
accounting system in strict accord with the accounting manual fur- 
nished by General Motors and its subsidiaries; that such dealers 
have thus been induced and required to install the Dealers’ Standard 
Accounting System and keep it in accordance with such manual; 


that the necessity of following the instructions contained in the 


manual rendered it imperative that anyone desiring to sell any 


of the various accounting forms to such dealers make his forms of 
the size and arrangements of those set out in the manual; that in an 
effort to procure a monopoly upon the right to furnish all of such 
forms, plaintiff actively engaged in leading such dealers to believe 
that it was necessary for them to adopt and use such forms and 
that it had the exclusive right to make and furnish them; that the 
trade-mark DSA was imprinted on all of the forms furnished by 
plaintiff; that defendants so distinguished their various forms that 
it is extremely unlikely that any person has been or will be misled 
as to the source of manufacture; that defendants consistently main- 
tained and carried on an extensive and expensive advertising cam- 
paign to promote their name and products; and that plaintiff simu- 
lated and copied certain of their forms and sold them to the same 
trade with which defendants dealt. 

The court found that the accounting systems for automobile 
dealers had been gradually developed, based upon the actual expe- 
rience of and suggestions from dealers and manufacturers; that the 
forms constituting such systems are directly the result of the devel- 
opment of the automobile business, and have been reduced to their 
present form by expert accountants and printers specialized in that 
type of work; that, during 1929, plaintiff utilized the information 
derived from the representatives of the industry, and upon the 


advice and with the approval of General Motors Corporation com- 
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posed the system of accounting and bookkeeping in question for 
use by its dealer agencies and subsidiaries; that such forms were 
prepared as to form, shape, design, arrangement of columns and 
printed matter, as specified by General Motors; that plaintiff also 
printed and distributed a publication called ‘Dealers’ Standard 
Accounting System Manual’’; that in various of such manuals and 
over the signature of the subsidiaries of General Motors, plaintiff 
represented to the buying public and particularly to the dealers in 
the products of General Motors and its subsidiaries, that such forms 
and system were designed by General Motors and its subsidiaries; 
that plaintiff began to market such forms under its registered trade- 
name DSA, and was the first in the field to market such forms as a 
complete system, under the approval of the manufacturer of auto- 
mobiles; that, since 1913, defendants have specialized in the making 
and selling of accounting forms for automobile dealers and have 
become known as a source of supply for such forms by most of 
the dealers in the United States; that General Motors urged and 
insisted that all of its dealers adopt and use accounting forms of 
uniform ruling, and with columns headed up in the particular man- 
ner and arrangement of the forms which constitute the DSA system; 
that during the year 1937, defendants began making and selling 
forms of the same identical columnar arrangement and of the same 
general form as the forms theretofore made by plaintiff; that they 


made them for General Motor dealers for the reason that the trade 


could not and would not use them of any other form and arrange- 


ment, and not because of any desire or intention on the part of 
defendants to mislead expected purchasers as to the source or origin 
of the products being sold; that on each of such forms defendants 
placed in the upper left-hand corner their trade-name, address and 
reorder number in such position and with such prominence that any 
one looking at such forms would recognize and know that they were 
made by defendants and not by plaintiff; that in the conduct of 
their business, defendants advertised the products which were sold 
as products of their own manufacture, and did not at any time mis- 


represent the facts in connection with the manufacture and sale 
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thereof; and that no one had been deceived by defendants in respect 
to the source or origin of any of the products which they sold, and 
nothing appeared to indicate the likelihood of deception in the future. 
Judgment was entered for defendants, and plaintiff appealed. 

A trade-mark is a distinctive mark of authenticity through which 
the merchandise of a particular producer or manufacturer may be 
distinguished from that of others. Its sole and exclusive function is 
to designate, identify and point out disinctively the origin of the 
products to which it is attached. Elgin National Watch Co. v. 
Illinois Watch Co., 179 U. S. 665; Standard Paint Co. v. Trinidad 
Asphalt Co., 220 U. S. 446 [1 T.-M. Rep. 10]. But the trade- 
mark of plaintiff may be laid aside without more as there is no claim 
that it has been infringed in any manner. 

The grievance of plaintiff is that defendants simulated their 
forms, and in doing so engaged in unfair trade practice. Deceit is 
the basis of an action of this character. The principle underlying 
unfair trade practice cases is that one manufacturer or vendor is 
palming off his merchandise as that of another, Singer Manufactur- 
ing Co. v. June Manufacturing Co., 163 U. S. 169; Elgin National 
Watch Co. v. Illinois Watch Co., supra; Standard Paint Co. v. 
Trinidad Asphalt Co., supra; Kellogg Co. v. National Biscuit Co., 
305 U.S. 111 [39 U.S. P. Q. 296]; or that he is vending the prod- 
ucts of another as his own, International News Service v. Associated 
Press, 248 U. S. 215. 

These forms are not protected by copyright or patent. In the 
absence of such protection, plaintiff has no exclusive right to their 
use. They belong to the public and are open to use by defendants 
or any one else, and the enjoyment of that right by defendants 
carries with it only the obligation to identify their products in such 
manner that they will not reasonably be taken for those of plaintiff. 
Kellogg Co. v. National Biscuit Co., supra. And it is not necessary 
that they so designate their merchandise that careless or indifferent 
buyers will fail to know their source. Instead, they are required 
only to mark or designate them in such manner that purchasers 


exercising ordinary care to discover whose products they are buying 





























Se ee eee 











REYNOLDS & REYNOLDS CO. V. NORICK 639 


will know the truth and not become confused or mistaken. Allen B. 
Wrisley Co. v. lowa Soap Co., 122 F. 796; Turner & Seymour Manu- 
facturing Co. v. A. & J. Manufacturing Co., 20 F. (2d) 298 [17 
'.-M. Rep. 311]. 

Both plaintiff and defendants in this case are widely known in 
their trade. Both market their forms by direct sales to dealers who 
use them. Some sales are made through orders solicited by salesmen 
and others through the mails. Neither has brokers, wholesale or 
retail agencies, or other like distribution facilities. The forms of 
plaintiff are of a distinctive design and appearance, and they bear 
its trade-mark. Those of defendants are printed on a different kind 
of paper; they do not bear the trade-mark; and the trade-name, 
address and reorder number of defendants are placed in their upper 
left-hand corner in such a position and with such prominence that 
any purchaser or other person looking at such forms would immedi- 
ately know the truth—that they were manufactured by defendants— 
not plaintiff. They are of identical columnar arrangement and of 
the same general form as those of plaintiff. They bear the same 
reorder numbers as those of plaintiff with the digit “1” positioned 
_in front of the repeat order numbers of plaintiff. But defendants 
began thus simulating the forms of plaintiff for the sole reason 
that, through the concert of action betwen General Motors and its 
subsidiaries and plaintiff in respect to these uncopyrighted forms, 
dealers of General Motors and subsidiaries could not and would not 
use any other form or arrangement. The simulation was not due 
to any desire on the part of defendants to mislead expected pur- 
chasers in respect of the source or origin of their merchandise. It 
was not to palm off the merchandise of defendants as that of plain- 
tiff, or to vend the products of plaintiff as those of defendants. In 
the conduct of their business which is very substantial in volume, 
defendants have consistently advertised the forms which they sold 
as forms of their own manufacture. They have never misrepresented 
the facts concerning the source or origin of their merchandise. ‘They 
have not deceived any one. The record is barren of evidence of 


deceit in the past and there is no fact or circumstance which indicates 
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the likelihood of deceit in the future. To grant plaintiff the relief 
which it seeks would be to proscribe legitimate competition, not to 
punish unfair competition. It would be nothing short of extending 
by judicial mandate the doctrine of unfair competition to the point 
of creating a copyright for the benefit of plaintiff. That we are not 
at liberty to do. 

Plaintiff relies strongly upon International News Service v. Asso- 
ciated Press, supra. There complainant was engaged in the business 
of gathering at great expense news from all parts of the world and 
distributing it to its members for publication in their newspapers. 
Defendant similarly gathered news and sold it to customers and 
clients for like publication. Defendant pirated the news of com- 
plainant by copying it from bulletin boards and early editions of 
newspapers and selling it either bodily or in rewritten form to its 
own customers. The court held that complainant had a property 


right in the news thus gathered, as a business commodity; and that 


the practice of defendant in taking news from bulletins and early 


editions and selling and distributing it without any original investi- 
gation or expense constituted unfair business competition for which 
a court of equity would grant appropriate relief. It is manifest that 
the facts in that case were essentially and decisively different from 
those presented here. The determinative differences are plain and 
do not call for elaboration. 


The judgment is affirmed. 





Criaupe M. Baker, Francis G. Barrett, JoHN ConNOLLY, THOMAS 
Martin AND Wooprurr RANDOLPH, as Officers, Executive 
Council and Sole Representatives of the International 
Typographical Union v. THe MAster PRINTERS 


Union or New JERSEY 
United States District Court, District of New Jersey 
August 3, 1940 


Trape-Marks AND Unrarr Competition — Union Lapses — ConFlictTinG 
Marks. 

The adoption and use by defendant, an organization of open-shop 

printers, operating as “Master Printers Union of New Jersey,” of a 
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label displaying the word “Union,” a chapel number and other features 
similar to plaintiff’s registered trade-mark and label, held infringement 
and unfair competition, particularly as defendant held out to the public 
that it was a labor union when such was not the case. 
Unrarr Competirion—Union Laset—Comparep with ‘TECHNICAL TRADE- 
Mark. 

Although a union label, considered as such, does not answer to the 
definition ordinarily given of a technical trade-mark, because it does 
not indicate with certainty by what person or firm the products were 
manufactured, the courts have, nevertheless, granted injunctions against 
the use on goods of certain marks and labels, where the evident design 
was to deceive the public as to the origin of the goods. 

TrapE-Mark INFRINGEMENT—SUITS—ACCOUNTING. 

In the case at issue, an accounting of profits was denied, inasmuch as 

it was impossible to fix a just recovery on a rational rule of damages. 


Meyer M. Semel, of Newark, N. J., for plaintiffs. 


Morris G. Fredman, of Jersey City, N. J., for defendant. 


In equity. Action for trade-mark infringement and unfair com- 


petition. Decree for plaintiffs. 


Findings of Fact 


Wavker, D. J.: The following are the facts found specially: 


1. International Typographical Union (hereinafter called “Typographi- 
eal”), is a voluntary association and a trade union composed of working 
men (printers), commonly known as “Typographers,” consisting of more 
than seven members, to wit: approximately 80,000 members, with its head- 
quarters and principal office in the City of Indianapolis, County of Marion 
and State of Indiana. 

2, Typographical is composed of a Board of Officers, consisting of a 
president, vice-presidents, secretary, treasurer and an executive council, 
in addition to its membership of which the officers and executive council 
are a part, and the officers and members of the executive council are citizens 
and residents of states other than New Jersey. 

3. Some of the members of Typographical are citizens of the State of 
New Jersey. 

4. The members of Typographical constitute a class so numerous, it is 
impracticable to bring them before the court. Typographical, therefore, by 
resolution regularly moved and seconded and carried, designated Claude M. 
Baker, Francis G. Barrett, John Connolly and Woodruff Randolph, its presi- 
dent, first vice-president, second vice-president and secretary and treasurer, 
respectively, of the City of Indianapolis in the State of Indiana, and Thomas 
Martin, its third vice-president, of the City of Cleveland in the State of 
Ohio, who are also all of the members of its executive council, as the sole 
representatives to bring this action on behalf of all the members of Typo- 
graphical, and they fairly insure the adequate representation of all said 
members. They will be hereinafter referred to as “Typographical.” 

5. The character of the right sought to be enforced for the members 
of Typographical as a class is common. 
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6. On September 26, 1939, the United States Patent Office registered 
Typographical’s label as a trade-mark under No. 371429, for use on certain 
goods in Class 37 (paper and stationery). 

7. The defendant, Master Printers Union of New Jersey (hereinafter 
referred to as “Masters”), is a corporation incorporated in the State of New 
Jersey on May 5, 1936. 

8. On May 2, 1936, the defendant, Masters, filed in the office of the Sec- 
retary of State of New Jersey, its statement for the registration of the 
trade-mark “Master Printers Union Label of New Jersey,” under the laws 
of New Jersey. 

9. Typographical by its amended complaint seeks to restrain the alleged 
infringement of its trade-mark (label), and to restrain the alleged unfair 
competition in the defendant’s use of a label similar to its and such other 
relief as may be granted. 

10. Typographical has not established an actual or an immediately 
threatened use of the defendant’s label in interstate commerce. 

11. Typographical has spent money and has done many things to adver- 
tise its trade-mark (label) and enhance the value of its good-will, all of 
which are here sought to be protected and the value of which is in excess of 
$3,000.00. 

12. Typographical permits printing establishments throughout the United 
States to place the Typographical trade-mark upon its products when 
same are done by its members, under its supervision and control. In order 
to regulate this practice, it has organized throughout the several states of 
the Union and the counties and municipalities thereof, branches commonly 
known and designated as “locals,” which are also authorized to permit such 
a use subject to the aforesaid supervision or control. 


Discussion 


The court has jurisdiction because the citizenship of the repre- 
sentatives selected by Typographical is wholly diverse from that 
of the defendant, a corporation of the State of New Jersey, and 
it has spent money and done many things to advertise its trade- 
mark (label) and enhance the value of its good-will, all of which are 
here sought to be protected and the value of which is in excess of 
$3,000.00. 

Typographical, more than twenty-three years ago, created and 
adopted a label of geometric shape and design for the purpose of 
characterizing, distinguishing and designating the work and prod- 
ucts of its members and members of its affiliates, and on Septem- 
ber 26, 1939, it registered said label as a trade-mark in the United 
States Patent Office under No. 371,429, for use on certain goods in 


Patent Office class 37 (paper and stationery). 
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The defendant, Masters, was incorporated in the State of New 
Jersey on May 5, 1936, and a short time prior thereto, certain 
persons who subsequently became members under the plan proposed 
by said corporation, met and designed a label to be used in the 
printing industry by those who became members. On the date 
said persons convened and for many years prior thereto, there was 
an established custom in the printing trade of affixing labels to work 
done by members of labor unions and the shops authorized to affix 
such labels were known as “Union Shops.” The persons who con- 
ceived the Master Printers Union of New Jersey and those who 
subsequently became members, operated what is generally known as 
‘‘Non-union Shop.” 

There was also a custom in the trade of placing chapel numbers 
alongside union labels, and these chapel numbers identified the par- 
ticular shop doing the work, and members of Masters copied or 
adopted the same practice and placed chapel numbers alongside 
of the label used by them, which, according to the testimony, identi- 
fied the shop operated by said member. 

This court finds the defendant imitated and simulated Typo- 
graphical’s label, and that its label is an infringement of the 
Typographical label, and that defendant and its members have 
competed unfairly with Typographical. 


It is true that when compared side by side, differences as well as 


similarities are apparent in the labels of Typographical and Masters, 
but that is not the test. G. Heileman Brewing Co. v. Independent 
Brewing Co., 191 Fed. 489, 497 [2 T.-M. Rep. 47]; Liggett & 
Myers Tobacco Co. v. Hynes, 20 Fed. 883. In all cases of this type, 


the consumer is rarely, if ever, afforded an opportunity to make a 
side by side comparison. He must rely upon his memory. William 
Waltke §& Co. v. Geo. H. Schafer § Co., 263 Fed. 650 [10 T.-M. 
Rep. 246]; Godillot v. American Grocery Co., 71 Fed. 873, 874; 
Scriven, et al. v. North, et al., 134 Fed. 366, 379; Florence Mfg. Co. 
v. J. G. Dowd & Co., 178 Fed. 73, 75 [1 T.-M. Rep. 289]. 

The person to be considered is “the unwary purchaser’ (Battle 
§ Co. v. Finlay, et al., 45 Fed. 796, 798). ‘““The law is not made 
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for the protection of experts, but is for the public—that vast multi- 
tude which includes the ignorant, the unthinking and the credulous, 
who, in making purchases, do not stop to analyze, but are governed 
by appearance and general impressions.” J. N. Collins Co. v. 
F. M. Paist Co., 14 Fed. (2d) 614 [16 T.-M. Rep. 512]; Florence 
Mfg. Co. v. J. C. Dowd & Co., supra. 


This case brings to the attention of the court a deliberate, calcu- 


lated and not too subtle fraud. Men, when seeking a symbol 


by which they would identify themselves and the product of their 
labor, should select a trade-mark which will be different from the 
trade-marks or symbols of others already established in their com- 
petitive field, the object being to have a mark and good-will which 
stand apart from all others. However, there are some men who 
would pass off their goods as and for the goods of another, and who, 
therefore, seek to identify their goods with the goods of another, 
and who adopt every means of confusing their goods with the goods 
of another. It goes without saying that a group of men wishing the 
advantages of a union label and seeking to avoid the expenses 
incident thereto, might, if they wish to fly under colors other than 
their own, conceive, execute and attempt to profit by a scheme such 
as was unfolded during the trial herein. 

There are also certain advantages which the defendant would 
obtain by copying Typographical’s trade-mark. Of course, few 
would be stupid enough to make exact copies of another’s mark or 
symbol. It has been well said that the most successful form of copy- 
ing is to employ enough points of similarity to confuse the public 
with enough points of difference to confuse the courts. 

Masters has sought to convey the impression that it is a labor 
union in the sense in which that term is generally and properly 
understood. It is not a labor union. It is an association of printers 
owning and operating what are generally known as ‘“‘open shops,” 
and in order to convey the impression that it is a labor union, defend- 
ant incorporated under the name “The Master Printers Union of 
New Jersey,” and the word “Union” conveys to the mind, and in the 


opinion of this court, was intended to convey to the mind, the impres- 
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sion that defendants are a group of union working men, and that 
their products are the products of union labor. The power through 
suggestion to awaken the imagination and direct the mind to a pre- 
determined goal has not been overlooked. Williamson Candy Co. v. 
Ucanco Candy Co., 3 Fed. (2d) 156, 158 [15 T.-M. Rep. 339]. 


This case does not require that the court decide, nor does it decide, 


the right of a group of employers or manufacturers to use the word 


“Union” in a corporation or business title. The use, however, by 


Masters of the word “Union” is very much before the court, because 
the adoption of this word is a step in a carefully planned scheme to 
defraud and compete unfairly with Typographical. A scheme, which 
shows that, not content with adopting a name that would convey the 
impression that the products of the members of the defendant cor- 
poration are the products of union labor, as the terms are generally 
understood, defendant furthered the impression by adopting what it 
is pleased to call a “Union label.” Defendant’s logic that every 
union has its union label is unassailable. 

Defendant having created the aforementioned impression then 
went a step further and sought to convey the impression that its 
label was in fact the label of Typographical, and that its products 
were in fact the products of Typographical. It did this by simulat- 
ing Typographical’s label, its registered trade-mark. The use of 
the word “Union” in its corporate title, the use of a “Union label,” 
the use of the words “Union label,’ the use of a label deceptively 
similar to Typographical’s label, the use of a chapel number, are 
with many of the other things herein shown by the record, the parts 
which, when put together, form the finished mosaic whereby the 
fraudulent design of the defendant is clearly spelled out. 

Defendant, it is true, was incorporated in the State of New 
Jersey on May 5, 1936, but the issuance of its corporate charter 
did not confer on it any right wrongfully to use a name, nor was it 
an adjudication by the State of the legality of the name chosen. 
Great Atlantic & Pacific Tea Co. v. A. §& P. Radio Stores, Inc., 20 
Fed. Supp. 703, 707; Hudson. Tire Co., Inc. v. Hudson Tire & Rub- 
ber Corp., et al., 276 Fed. 59 [11 T.-M. Rep. 284]. 
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Typographical, by its testimony, has shown actual deception and 
confusion on the part of the buying public, even to the extent of 
showing that the Constitution of the Industrial Union of Marine 
and Shipbuilding Workers of America affiliated with the C. I. O., was 
printed by a member of the defendant corporation, and that the label 
of the defendant as affixed thereto, was taken for a union label for 
some time and until the fact that it was not was called to the atten- 
tion of said Industrial Union of Marine and Shipbuilding Workers of 
America, then its Constitution was reprinted by the shop having 
chapel No. 15 and employing members of Typographical. 

The defendant, of course, contends that fraudulent intent is 
absent, but no actual fraudulent intent need be shown where the 
necessary and probable tendency of the defendant’s conduct is to 
deceive the public and pass off its goods or business as and for that 
of Typographical. Hilton y. Hilton, 90 N. J. Eq. 564 at 567 A. 263 
at 264; [9 T.-M. Rep. 273]; A. Hollander § Son, Inc. v. Philip A. 
Singer & Bro., Inc., 180 A. 671 at 676 [19 T.-M. Rep. 348]. 

The defendant is guilty of trade-mark infringement and unfair 
competition and the prayer of ‘Typographical for an injunction as to 
each is granted. 

One further point should be mentioned here. A trade-mark case 
is in fact a case of unfair competition and the law of trade-marks is 
only a part of the broader law of unfair competition. United Drug 
Company v. Theodore Rectanus Company, 248 U. S. 90, 39 S. Ct. 
Rep. 48. An action for unfair competition does not necessarily 
involve the violation of any exclusive right to the use of a word, mark 
or symbol. Croft v. Day, 7 Beay. 84. Typographical’s label may 
be considered under two aspects—(1) as a union label per se and 
(2) as a trade-mark applied to the certain named products for which 
it has been registered in the United States Patent Office. Even if 
this court were to consider Typographical’s label solely as a union 


label and not as a trade-mark, Typographical is entitled to equitable 


relief. It is no doubt true that a union label considered as such does 


not answer to the definition ordinarily given of a technical trade- 


mark because it does not indicate with any degree of certainty by 
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what particular person or firm the products to which it may be 
affixed were manufactured or serve to distinguish the goods of one 
manufacturer from the goods of another manufacturer. In these 
respects the union label, considered merely as such, lacks the charac- 


teristics of a valid trade-mark (Carson v. Ury, et al., 39 Fed. 777, 


779). In the case at bar as in the case of Carson v. Ury, supra, 


Typographical seeks to restrain the defendant from perpetrating 
a fraud. Even when a trade-mark was not infringed or involved, 
courts of equity have granted injunctions on more than one occasion 
against the use upon goods of certain marks, labels or wrappers 
where the evident design of such use was to deceive the public by con- 
cealing the true origin of the goods (McLean v. Fleming, 96 U. S. 
245; Croft v. Day, supra). As was said by the court in Carson v. 
Ury, supra, “No valid reason can be assigned why the principle which 
underlies these decisions does not entitle the complainant to relief.” 
In this case Typographical has a right to its union label and has a 
right to the benefits that normally and properly flow from the use 
of such label. Defendant will not be permitted to divert to itself 
such rights and benefits.’ 

Typographical also seeks an accounting for the profits derived 
from the sale of the goods bearing the infringed label. However, 
in the opinion of this court, the difficulty and expense of an account- 
ing would be disproportionate to the amount recoverable. The 
court in Ludington Novelty Co. v. Leonard, et al., 127 Fed. 155, 
covered the problem here when it stated: “The Master would be 
involved in an inextricable tangle from which it will be impossible 
to emerge with a substantial recovery based upon a rational rule of 
damages.” 

Damages for infringement are not mandatory under the statute. 
The trade-mark Act of 1905 (15 U. S. C. 99), authorizing recov- 
ery of damages for trade-mark infringement, does not require an 

1 Of considerable interest and help on the subject of trade-marks and 
labels, see: Trade-mark Protection and Unfair Trading, Walter J. Deren- 
berg (1936) ; Commercial Prints and Labels: A Hybrid in Copyright Laws, 
Walter J. Derenberg, 49 Yale Law Journal, 1212; Has Congress the Con- 


stitutional Power to Legislate on the Substantive Law of Trade-marks? 
Sylvester J. Liddy, VI, Fordham Law Review, 408. 
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accounting and recovery of damages where there are laches. Golden 
West Brewing Co. v. Milonas & Sons, Inc., Cir. 9, 104 Fed. (2d) 
880. 


An accounting would be ordered if it did not appear: 


1. Typographical for a long time has known what defendant has been 
doing, and it did not take any legal steps as far as the record herein appears, 
until it filed its complaint ip this cause. 

2. The testimony herein indicates that neither upon the existing record 
nor upon any record before a Master, could there be a substantial recovery. 

3. The duty to account in a case such as this is ordinarily a matter of 
right and of course, and the difficulty of stating same is no excuse, yet, all 
things considered, it seems inadvisable to permit further time and effort to 
be expended. 


Conclusions of Law 


This court finds the defendant, its officers, agents, servants, mem- 
bers and employees imitated and simulated Typographical’s label, 
and that Masters, its officers, agents, servants, members and 
employees have competed unfairly with Typographical. 


The defendant, its officers, agents, servants, members and em- 


ployees are guilty of trade-mark infringement and unfair competi- 


tion and the prayer of Typographical for an injunction as to each 
is granted. 

An accounting for the profits derived from the sale of the goods 
bearing the infringed label is denied, because the Master would be 
involved in an inextricable tangle from which it would be impossible 
to emerge with a substantial recovery based upon a rational rule 
of damages. 

An order in accordance with the findings of fact and conclusions 


of law should be presented. 
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JAMES HeEpDDON’s Sons vy. MILusiTE STEEL & WireE Works, INc. 


United States District Court, Eastern District of Michigan 


October 10, 1940 


Trape-Marks—“Basser” ror Fis Barr—INvauipiry. 

The word “Basser” held invalid as a trade-mark for fish bait, being 

descriptive of bait for catching bass. 
‘TrRape-Marks—INFRINGEMENT—"MILtsitre Bassor” anno “Heap-ON Basser” — 
NON-CONFLICTING MARKS. 

The words “Millsite Bassor” held not to infringe the name “Head-On 

Basser,” both marks being used for fish bait. 
‘TRADE-MArKs—COoOtor. 

A trade-mark consisting of a red line for fish tackle, regardless of 
the position of the line on the goods, held void, as the use of color is 
common. 

Unrarr Competirion—*“PassinG Orr.” 

Generally speaking, the doctrine of unfair competition is applied in 
cases where defendant is palming off its goods on the public as and for 
those of the plaintiff, and the test is, therefore, has the defendant imitated 
plaintiffs’ goods to such an extent and under such circumstances as to 
bring about this result. 

‘TRADE-MaArkKS—NON-TECHNICAL MARK—SECONDARY MEANING—How Ac- 
QUIRED—SLOGANS. 

While it is possible to acquire a right in a particular mark by years 
of use through which the public gives to a mark a secondary meaning, 
this means something more than putting one mark en today and another 
mark on tomorrow; nor can a manufacturer build a business up around a 
thousand slogans. 

Unrair Competirion—USE or SimiLaAr Features—Use or Coors oN ARTIFI- 
cIAL Fisuine Barrs—DecepriveE ADVERTISING. 

Where plaintiff, a manufacturer of artificial fishing bait, by its adver- 
tising, sought to create the impression that the use of certain features, 
especially color, on its bait attracted fish, the use by defendant of similar 
advertising on its goods, held, although not dignified conduct, not suffi- 
ciently misleading to warrant an injunction. 


Banning & Banning, Samuel W. Banning, Lawrence I. Wood and 
Lloyd D. Heth, all of Chicago, Ill., and Francis D. Hardesty 
of Detroit, Mich., for plaintiff. 


Barthel & Bugbee, Otto F. Barthel, Willis Bugbee and Julian 
Caplan, all of Detroit, Mich., for defendant. 


In equity. Action for patent and trade-mark infringement and 
unfair competition, in which defendant filed counterclaim for unfair 


competition. Bill and counterclaim dismissed. 
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Tuttie, D. J.: This is a patent and trade-mark infringement 


suit with numerous charges of unfair competition. This suit was 
filed April 10, 1939, and is coupled with a counterclaim by the 


defendant. Both plaintiff and defendant are Michigan corporations. 


The plaintiff charges defendant with infringement of Jamar 
patent No. 1,892,892, issued to plaintiff January 3, 1933, and of 
Wooster design patent No. 93,370, issued to plaintiff September 18, 
1934. Both of these patents relate to fish baits. 

The plaintiff also charges the defendant with infringement of 
registered trade-mark No. 345,384 issued to plaintiff April 27, 1927, 
on a red stripe applied to one or more edges of boxes or labels for 
fishing tackle, and of registered trade-mark No. 154,046 issued to 
plaintiff April 4, 1922, on the’ words ““Head-On Basser’ for fish 
baits. 

The plaintiff also charges the defendant with unfair competition 
summarized as follows: 

a. Allegedly configuring its fish baits like plaintiff’s “River Runt” baits. 

b. Applying thereto a collar (chin piece) allegedly copying plaintiff's 
bait collar. 

ce. Applying thereto a herringbone decoration. 

d. Using red-edged boxes and labels for fish baits. 

e. Using the word “basser” for fish baits. 

f. Using the word “wounded” for composition baits. 


g. Using the numeral 9 and letter R for allegedly similar baits. 


h. Publishing a color chart of baits allegedly simulating plaintiff's color 
chart. 


i. Publishing an advance announcement in October, 1938, of allegedly 
similar fish baits for future delivery. 

The defendant’s counterclaim charges that the plaintiff has sent 
notices of infringement and made threats and intimidations against 
defendant’s customers and has caused its salesmen to do likewise, to 
induce the trade to refuse to order from defendant, thereby attempt- 
ing to ruin defendant’s business and causing defendant great loss and 
damage while plaintiff was deriving large profits therefrom. Fol- 
lowing a hearing on November 10, 1939, the defendant was granted 
an order restraining the plaintiff from continuing such conduct until 


the case had been tried and determined.’ 


1 Note.—That portion of the opinion relating to patent infringement is 
here omitted.—Eb. 
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Next in order I will discuss the trade-mark on the box or label 
with red lines or stripes thereon. This is a very broad trade-mark. 
It is so brief that I will quote it before I discuss it. 


Be it known that James Heddon’s Sons, a corporation duly organized 
under the laws of the State of Michigan and located in the city of Dowagiac, 
County of Cass, in said State, at which place its business is being conducted, 
has adopted and used the trade-mark shown in the accompanying drawing 
for fishing rods, parts thereof, and cases therefor, artificial baits, artificial 
bugs and flies, fishing reels, fish stringers, fish floats, fish hooks, fish lines, 
ind pork rind and chunk for hooks, in Class 22, games, toys and sporting 
goods, and presents herewith five specimens showing the trade-mark as 
ictually used by applicant upon the goods, and requests that the same be 
registered in the United States Patent Office in accordance with the Act of 
February 20, 1905. 

The trade-mark has been continuously used and applied to said goods 
in applicant’s business since about the first of August, 1922. 

The trade-mark consists of a narrow red stripe and is applied. to one or 
more edges of the boxes, bags or containers for the goods, or to labels affixed 
thereto, by printing with red ink, stitching with red thread or binding with 
red tape along one or more edges thereof. The representation of the box 
shown in the accompanying drawing is disclaimed. 


This trade-mark registration is so broad that it does not attempt 
to mention anything except the color of which the line is made, 


namely, red. It does not state whether the background on which 


the red line is put is white, black, yellow, green, or any other color, 


and whether that red line is long or short, or on one side or many 
sides. The trade-mark registration seeks to cover all kinds of 
articles in the fishing tackle line, regardless of whether the red line 


be placed on a box or a tag, or on the article itself. 


It seeks to obtain too much. There are only seven primary 
colors. These colors have been used ever since man first noticed 
the rainbow. Lines are common things, and people have long been 
using red lines and every other colored line. 

It would not be right to let a monopoly be created in that sort of 
thing. It is old in this art, and it is old in the world broadly. Away 
back in 1905 in the case of Dennison. Manufacturing Co. v. Scharf 
Tag, Label & Box Co., 135 Fed. 625, 630, the Sixth Circuit Court 
of Appeals held that the thing that is now attempted to be done on 
boxes in this art could not be done generally on labels. The Court, 
through Judge (later Justice) Lurton, held that a monopoly could 


not be obtained upon a red-bordered label, because (page 630) “‘the 
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label itself, being such a label in size, color and form as was open to 
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anybody to make.” This trade-mark is void. 

It is also claimed by plaintiff that the defendant infringes the 
trade-mark “Head-On Basser.” The defendant uses the words 
“Millsite Bassor.” 

I am going to dispose of that trade-mark on the question of 
infringement. Incidentally, I don’t attach much importance to the 
fact that the defendant spells the word “‘B-a-s-s-o-r.”’ 

As I see it and understand the law, the defendant has not 
infringed the trade-mark ‘‘Head-On Basser” by using his own name 
in connection with the bait he calls the Bassor. By using “Millsite 
Bassor,”’ I don’t think the defendant infringes a trade-mark on 
“Head-On Basser,” Armour & Co. v. Louisville Provision Co., 283 
Fed. 42, 47 (C. C. A. 6) [13 T.-M. Rep. 44]. 

If plaintiff had secured a trade-mark on the word “Basser,” and 
was here seeking to enforce it, I would hold the trade-mark void. 
I don’t think the plaintiff or anyone else can get a good trade-mark 
on the word “Basser” in the fish bait art any more than they could 
get a good trade-mark on the word “Bass.” 

You may not find the word “‘basser”’ in the dictionary, but it is a 
word in keeping with our common use of the English language. A 
man who works is called a worker. If a man went around digging 
woodchucks all his life, somebody would begin to call him a wood- 
chucker. If he fished for bullheads every night, they would call him 
a bullheader. By the same token, if he spent his time fishing for 
bass, people would call him a basser, and if he had a bait which he 
used for catching bass he would call it his “‘basser.” 

It is a common thing in the English language to form words by 


“<é 


adding the suffix “-er’’ to other words. A trade-mark is not valid 
which attempts to prevent the common use of language. 

I have not thought of anything that would make that complete 
trade-mark ‘“‘Head-On Basser” invalid, but I am not passing on that 
here. 

The defendant has only used the single word “Bassor’ which I 


say is a word that everybody ought to be permitted to use. It is 
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descriptive of a bait for catching bass. The defendant has coupled 
the word up with its own name. The words “Millsite Bassor” are 
not an infringement of that trade-mark. 

Now I come to the question of unfair competition. Speaking 
generally, the cases in which the court applies that doctrine and 
gives the plaintiff relief, are where a defendant is palming off the 
defendant’s goods upon the public by selling them to the public as 
and for the goods of the plaintiff. Kellogg Toasted Corn Flake Co. 
v. Quaker Oats Co., 235 Fed. 657 (C. C. A. 6) [6 T.-M. Rep. 537]; 
Socony-Vacuum Oil Co. v. Rosen, 108 F. 2d 632, 635 (C. C. A. 6) 

30 T.-M. Rep. 165]. That principle is big and broad and _ pre- 
vents a defendant from copying the goods of the plaintiff or making 
them so similar that the public is deceived, or is likely to be 
deceived, and as a result purchase goods made by the defendant, 
believing such goods to have been made by the plaintiff. That sort 
of behavior is not fair to the public or to the plaintiff, and it is the 
sort of thing that the courts will not permit. 

If this defendant has conducted its business and manufactured 
its articles which it offers for trade in such a way and of such a 
shape, color or kind and appearance that the public has been deceived, 
or is likely to be deceived into buying what the defendant has made, 
believing it to be what the plaintiff has made, then that is what 
the law condemns and that is what it is the duty of the court to 
enjoin. In every case, the court should look at the whole field, with 
the eyes of the public who are going to look at it. 

The law of unfair competition is hitched up with the question of 
whether or not the plaintiffs have acquired property rights in cer- 
tain things. I have said in many cases that a defendant could not 
do this and could not do that, because the thing it was doing was 
using some particular thing in which the plaintiff had acquired a 
property right. I ought to consider that in connection with this 
case. 

Now, I am forced to say from what I have learned about this 
fishing tackle industry and this art, by the large amount of testi- 


mony which has been taken, and by being somewhat familiar with 
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it through a long life that has included a lot of fishing, that we 
are dealing with an art that is quite different from that of any other 
case which has been presented to me. For instance, just to illus- 
trate, there was the American. Beverage Case, American Products 
Co. v. American Products Co., 42 F. 2d 488 [20 T.-M. Rep. 573], 
appeal dismissed 59 F. 2d 1051. In that case, a distinct name and 
word had been coupled up with plaintiff’s business for years, and 
the public came to recognize that the name went with their goods, 
which were sold from house to house. That name was the one thing 
that was emphasized in their literature, and their business grew up 
around it. 

There are many big businesses that have grown up wherein they 
have taken one little thing, one slogan, one name, one designation, 
one design, and used it for years. For example, the rubber boot 
cases, in which the little round red spot on the rubber boot came 
to mean a particular maker—I remember my father telling me 
when a boy that the red spot meant that they were good boots and 
that they were made by a good concern. That little round, red spot 
on a rubber boot went on through the years, and, of course, it became 
of great value to the manufacturer, and any other manufacturer 
that would commence using it would steal some business. Even 
though a defendant made its product very different in every other 
respect, the little round red spot would be likely to deceive. They 
had a right in that mark, and that is something very different from 
the situation here presented. 

There is also such a thing as unfair competition by being a mere 
copyist and imitating the product of the plaintiff generally and 
completely in contrast to seizing a particular acquired right. The 
test is the same in both classes of cases, viz.: Has the defendant 
imitated the goods of the plaintiff to such an extent and conducted 
its business in such a way that under all the circumstances of the 
particular case the defendant has palmed off his goods on the public 
as and for the goods of the plaintiff, or is he likely to do so if this 
conduct is continued? 

In some cases, the plaintiff has acquired a right in a particular 
marking, not that it is trade-marked, not that he could get a good 
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trade-mark on it, but that through years of use he has acquired a 
property right in it and a valuable right because the public has come 
to associate the particular thing with plaintiff's goods. But it takes 
quite a lot of use to emphasize that mark sufficiently to acquire a 
property right in it. 

It means something more than putting one mark on today and 
another mark on tomorrow and having one thousand other marks— 
it means something different than that. 

In one class of the cases, a defendant has taken a particular thing 
that belonged to the plaintiff and used it. That alone is going to 
deceive the public and hurt the plaintiff and help the defendant, and 
yet the articles do not look very much alike. In the other class of 
cases, there is the copyist who imitates the article so closely that he 
deceives the public in that way so you can’t tell one from the other. 
In this present case, the claim of plaintiff mingles both theories 
so indiscriminately that I feel it is my duty now to talk about both 
of them. There has been confusion of thought, in my judgment, in 
the discussion by not distinctly analyzing these two viewpoints. 

So now, from the standpoint of acquiring property rights in 
these many things by this plaintiff, it is like the boy of the fable 
who reached into the jar to get nuts. The boy was so greedy and 
grabbed so many that he couldn’t get his hand out of the jar and 
he lost them all. This plaintiff, like the other fishing tackle manu- 
facturers, has attempted to adopt so many alleged trade-marks, 
trade-names, trade-slogans and trade-configurations, that, if one 
were to understand this fully and speak intelligently about all of 
the baits, slogans, boosts and names that have been used, it would 
be necessary to prepare a dictionary of substantial size. 

Indeed, one can hardly use the English language in the fishing 
tackle trade without walking on somebody’s toes, if all of these 
people engaged in this business are acquiring rights every time 
they use one of these names. For example, I counted on one of 
the boxes used by plaintiff (Exhibits WD and 132) eight separate 
and distinct things in which plaintiff claims to have acquired prop- 


erty rights. The conduct of plaintiff is entirely different from those 
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cases in which the courts have held property rights to have been 
acquired. 

Plaintiff's business is not built up around a red line, for example. 
I am now considering something which might be owned by a plain- 
tiff, such that if that individual thing is used by anybody else they 
would infringe the plaintiff's rights just as much as they would 
if it were a copyrighted thing. Plaintiff has used slogans, words, 
names, styles, shapes, colors and designs in such a wholesale and 
indiscriminate way that it can never by that method build up its 
business around any one of them, and the public will never be 
deceived by somebody else's use of one of them. 


A manufacturer cannot build a business up around a thousand 


slogans. He cannot take a thousand words out of the dictionary 


and build a business around all of them and make the public stay 
away from all of them, and that is what these fishing tackle manu- 
facturers are trying to do. This is plainly shown by their catalogs, 
their advertising and the witnesses. 

If somebody else uses one of those shapes or colors or particular 
kinds of marking like a herringbone, he cannot be restrained on 
the theory that plaintiff has acquired a property right in that par- 
ticular thing, because the plaintiff has used so many different things 
that the public has never come to associate its goods with any of 
those things. 

Now I pass to the other theory for the purpose of determining 
whether the defendant has been such a copyist that the public has 
been deceived or is likely to be deceived by the similarity of the 
goods independent of any specific property rights of plaintiff. 

I do not like the extent to which the defendant has copied. 
The only justification I can see for the defendant’s taking a bait 
of the plaintiff and looking at it while painting its own bait is that 
there are so many things in this art, and so many manufacturers 
‘ach with so many shapes, colors and designs, that I don’t know 
but it would be necessary to look at as many as possible in order 
to make a bait which differed from the others. These baits are 


marked with nearly all the colors of the rainbow, but of course, 
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red, white and black have for many years been the pronounced 
colors used on baits. The plaintiff cannot hope to prevent people 
who are starting in this industry and business from using black and 
red and white, or any other colors. 

After getting at the defendant's motive, as nearly as I can, I have 
no sympathy for this defendant. I feel as I should toward the 
woman who doesn’t have any taste of her own and who doesn’t make 
her new dress just like the woman’s next door, but gets it so much 
like it that the woman next door doesn’t like it. But there isn’t any 
law against being a copyist unless one copies to the extent that he 
palms off his goods as and for the other’s. That is the test pre- 
scribed by the law. 

[ am not here to sit as an epicure for fish bait styles for manu- 
facturers. My duty is to determine whether the defendant is palm- 
ing off its goods as and for the plaintiff’s. 

The plaintiff has increased its business in a bait with a herring- 
bone marking by advertising which, in my judgment, is misleading, 
and the defendant wanted to get in on a bait which would fill that 
misled desire by making a bait which would be different enough so 
that it would not mislead the public into thinking it was made by 
the plaintiff. 

I don’t think the defendant’s scheme was to make a bait which 
would fool the public into thinking it was a bait which had been 
made by the plaintiff. I think that the defendant did intend to 
make a bait having a herringbone marking which the public would 
think would attract and catch just as many fish as the plaintiff's 
bait. The plaintiff by very extensive and expensive advertising made 
the gullible part of the public believe that this herringbone marking 
on the bait increased its fish-getting qualities, and the gullible part 
of the public includes a good big part of the fishermen. The real 
fishermen and the old fishermen are few as compared with the thou- 
sands who think they are going to be fishermen and want to be, 
and hope to be, and enjoy getting ready to be, but never arrive. 
Dens are cluttered with high-priced fish boxes that wives have 


bought their husbands for Christmas, and baits that husbands have 
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bought but never get around to use. There is a very big market 


among these inexperienced fishermen. The error has run through 
the years that artificial baits can be made in stripes, colors and 
marking that will fool the big fish into thinking they are real, natural, 
living creatures of a particular kind especially pleasing to the taste 
of big fish. It is a natural error and probably arises from ‘“‘still 
fishing,’ since most people begin to fish with still fishing. This 
consists in using either a live bait or something that has been alive, 
and does not move rapidly through the water. 

In still fishing, the fish sees the bait, he may smell of it, he may 
feel of it with his nose, and he may taste of it, because we know 
that in still fishing there is often a nibble before the bite. In still 
fishing, there is plenty of time for the big fish to reach a decision. 

Out of that grows the erroneous idea that these hardware baits, 
these artificial lures that are manufactured out of material that 
cannot be eaten, will work in the same way, but they do not. It 
requires nothing but a little common sense to know that the fish 
doesn’t taste of an artificial bait or he would never take it. He 
does not smell of it or he would never take it. He does not taste it 
or feel it, and we know that he does not see it clearly before the 
“strike” or he would never take it. 

If he did taste, smell, feel or see distinctly the artificial bait 
and had any discretion at all, the fish would never bite any artificial 
bait yet made. These artificial baits are not made for still fishing. 
They are made for movement, for trolling, for casting, and for that 
sort of use where the fish sees the movement and thinks there is 
life, and that is all there is to it. The proof in this case is all one 
way, namely, that the fish does not see the details of the marking on 
the artificial bait. 

All that color has to do with it is to permit the fish to see move- 
ment. He associates movement with something that he can eat, and 
if he is hungry he darts for the moving object. 

Therefore, these little markings on the artificial bait, whether 
a herringbone or something else, are worthless, so far as the function 


is concerned, but they have furnished a fertile field for years for 
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the manufacturers of artificial baits. I hold that this conduct on the 
plaintiff's part is not so bad that I would dismiss the suit on a good 
patent that had been infringed or any other suit unless it directly 
involved the actual results flowing from the false advertising. It is 
the kind of advertising which has not soiled the hands of plaintiff 
as to its entire business, but should be limited to the particular bait 
to which it was applied and the particular results growing therefrom. 

The plaintiff in its advertising starts in with this foolish notion 
in the minds of many people, and encourages it, advertises it, and 
makes the public believe it instead of advertising the truth and 
advertising the bait on its merits. The plaintiff’s advertising takes 
advantage of and stimulates this crazy idea that the fish is going 
to see the little markings. These little figures serve only to attract 
the person who buys the bait, and not the fish that is caught by 
the bait. 

I discuss this also as bearing on the intent of the defendant. I 
am satisfied that the plaintiff's advertising, which is in the record, 
when fairly interpreted, means this. I recognize the kind of art I 
am dealing with and how boosting is mixed in with it, but this is 
more than boosting, it is more than exaggerating, it is plain untruth. 

This advertising, fairly interpreted, said: “Big fish like to eat 
the shore minnows,” which was true. It said: “Hold them up *o 
the light and through that minnow you can see their little backbones 
and the ribs running down and the spines running up,” which was 
true. 

That advertising, then, just as clearly as could be, made the 
following claim: “‘We have a bait which is transparent, and we 
have on the side of it lines like a backbone, like the ribs running 
down and like the spines running up. The big fish is going to see 
that bait of ours in the water, and as a result of his keen eyesight, 
he will see the backbone, ribs and spines, and think that it is one of 
those shore minnows and bite it. We have been clever enough to 
fool him by those lines we have put on the outside, and if you 
buy our bait you are going to catch that big fish and go home happy 
because of those lines,’ which was a true description of the results 


to flow from the bait. 
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I have added in the quoted part a little which I have read between 
the lines of the advertising, but I have added nothing except what 
was intended should be read and believed by the purchasing public. 
It was so read and believed and the plaintiff profited thereby. 

Now the truth is that a fish doesn’t see those lines at all. He 
can’t read. He doesn’t reason any such thing out at all. All he sees 
in that thing is something moving through the water, and he grabs it. 
He would have grabbed it just as quickly without the fish ribs 
painted on the sides, as he would have with them. There is the 
difference between what is false, and what is boosting. 

The defendant’s officials saw the plaintiff’s baits and the adver- 
tising which fooled the public and wanted to get a part of that busi- 
ness, and so they painted a similar marking on their baits. They 
got a man named Ressler to paint a bait not with markings like 
plaintiff's, not for the purpose of deceiving the public into thinking 
that defendant’s bait was made by the plaintiff, but enough differ- 
ent so that anybody looking at the bait or reading the advertising 
would know that it was not the bait of the plaintiff’s, yet carrying 
backbones, ribs and spines so that the people deceived by plaintiff's 
advertising would think that defendant’s bait would do just as good 
a job as plaintiff's bait in fooling the big fish. 

Now that is my opinion and findings as to what happened. It is 
not very bad, on the one hand, and yet not a very high and dignified 
line of advertising on the part of the plaintiff or effort on the part 
of the defendant. 

I am not calling it unclean hands as ground for dismissing the 
entire suit, but I am saying that the plaintiff having built up this 
portion of its business by misleading advertising which falsely 
claimed the markings to be functional when they performed no 
function, it would be undignified and unjust for a court of equity 
to protect the plaintiff in its effort to harvest the results of its decep- 
tion and thereby give plaintiff a monopoly in that kind of deception, 
part of which is just natural misunderstanding on the part of inex- 
perienced fishermen and part of which is created by the misleading 


advertising of the plaintiff. In a way, it looks erroneous for a court 
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to recognize that the public has been deceived by the misleading 
advertising and then dismiss the bill without any injunction and 
permit both parties to enjoy the fruits of such advertising. I am 
not asked by the pleadings to restrain the plaintiff from manu- 
facturing, selling or advertising anything. The only thing defend- 
ant requests is an injunction against plaintiff which would restrain 
plaintiff from threatening defendant or the trade concerning the 
sale and purchase of defendant’s baits. A court of equity will 
leave these parties much as it would two poker players to collect 
their debts as best they can and leave the public to its legal rights 
of law enforcement. 

I have not discovered that the defendants have ever advertised 
this feature falsely. The defendant is simply trying to harvest 
part of the crop of “sucker” fishermen which has been produced 
by plaintiff’s false and deceptive advertising. 

Now I get back to this copying question: It is not a question of 
whether the defendant has taken this thing, that thing, or the other 
thing, but it is whether or not, taking all the things and the whole 
thing together, the public has ever been led to believe that defend- 
ant’s baits were the baits of plaintiff, or is likely to be so deceived 
if the defendant continues. There is no showing that the public 
has ever been so deceived. Plaintiff says confusion occurred in 
one instance out in Arizona, but it has to do with one bait and I just 
want to analyze that very briefly. 

One bait made by the defendant was sent to the plaintiff by H. T. 
Lawrence in Arizona for replacement many months after it was 
bought. It is plain, and I find the fact to be, that the school teacher 
Lawrence just forgot where he bought the bait. When Lawrence 
discovered that the paint had gone bad on his bait, he sent it to 
the plaintiff to be repaired or replaced. It was not a case of 
similarity at all that misled him. It was just a case of poor memory, 
and it is the kind of poor memory that is not surprising. It has hap- 
pened over and over again. It is another example of the absent- 
minded professor. 

Now let us consider the clerk in the hardware store to whom 


Lawrence went and got a bait box in which to mail the bait to plain- 
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tiff. Here is a man who is told by the school teacher Lawrence that 
it is a Heddon bait. He knew at the outset that his store had not 
sold the bait, would not exchange it, and had no responsibility, duty 
or part in it. The deposition of this witness was taken without cross- 
examination. I don’t know how busy he was the day Lawrence 
asked for, and got, the box. Lawrence walked into the store, told 
him it was a Heddon bait, and he gets Lawrence a Heddon box 
for it. 

That is a different thing than looking at baits with the purpose 
of buying or selling them. The school teacher made a mistake 
because of a bad memory, and he told the clerk it was a Heddon 
bait and the clerk evidently believed him. 

I hold that to be very far from the kind of confusion which 
justifies injunctions. I find, as a fact, that there never has been 
any instance shown by this record in which anybody bought one 
of these baits made by the defendant and thought he was getting 
the plaintiff's bait. There have been many of these baits sold, and 
what has happened in the past and what has not happened in the 
past is a pretty good guide for what is likely to happen in the future. 


Somebody who had never seen a bait might look at these baits 


and say, “Well, they all look alike to me.’’ Much testimony has 


been taken as to baits and as to how they are sold and how the 
business is conducted. The defendant’s baits are so different from 
plaintiff's baits that I am not surprised that no one has ever made 
a mistake and I don’t believe they ever will. That kind of decep- 
tion was not one of defendant’s motives in making its baits. 

In one way, that sort of copying is a good thing in the world, 
if we are going to permit this kind of deceptive advertising. If 
unscrupulous persons are going to advertise hair tonic that will only 
feel good to the head but will not make hair grow on bald heads, as 
is claimed, maybe the fellow performs a real service who will make 
a product just like theirs and go around selling it at a cheap price 
and truthfully saying, “I make this. No tonic will make the hair 
grow but mine is made exactly the same as that high-priced tonic 
they are advertising.” That prevents the unscrupulous advertisers 
from charging too high prices for things. 
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The paint on the first baits made by both the plaintiff and the 
detendant became sticky, so the testimony states, and these sticky 
baits came back. The baits do not look enough alike to mislead the 
man who cares what kind of a bait he is going to buy. Recently the 
defendant is putting its name on its baits. I haven't any doubt 
that the defendant is going to continue to do so. If the defendant 
puts its name on its baits, people can’t help but know they are not the 
plaintiff's baits. 

I hold that the defendant is not guilty of unfair competition 
as regards the shape of its baits, the collar thereon, or the use of 
the herringbone marking thereon. ‘The bait shape and collar are 
identical in all material respects with those in the plaintiff’s expired 
Stolley Design patent No. 58,116 of June 7, 1921. Having enjoyed 
a monopoly in this design during the entire life of this patent, in the 
absence of palming off by defendant, the plaintiff cannot perpetuate 
its monopoly under the guise of preventing unfair competition. Simi- 
larly, the herringbone marking is the essential feature of the plain- 
tiff’s invalid Wooster design patent No. 93,370 of September 18, 
1934, which itself states that the shape of the body therein is con- 
ventional. Moreover, the plaintiff has stipulated that this design 
patent is invalid in view of the prior state of the art, and in so 
holding it invalid I further state that I have found the herringbone 
marking in many places, such as in the numerous publications offered 
in evidence by the defendant. Then, too, the defendant’s herring- 
bone marking differs so materially in appearance from that of plain- 
tiff that I hold that no palming off of goods is intended or likely 
to occur. In the absence of palming off, the bait shape and collar 
of the expired Stolley design patent No. 58,116 and the herringbone 
marking are public property and incapable of exclusive appropria- 
tion by anyone. 

From what I have said in holding invalid plaintiff’s registered 
trade-mark on red-edged boxes and labels, I further hold the defend- 
ant not guilty of unfair competition in the use of red-edged boxes 
and labels. The evidence also shows that the defendant has promi- 
nently marked its boxes with its name, “Millsite’’ on the top and 


sides, and that such boxes and labels have long been used by many 
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manufacturers of fishing tackle, and by the Eppinger Company 
continuously since 1918, several years before the plaintiff adopted 
its red edge in 1922. The evidence further shows that the founder 
of the Millsite business had used a red border in his business as far 
back as 1911. 

From what I have also said in holding not infringed plaintiff's 
registered trade-mark “‘Head-On Basser,” I also hold the defend- 
ant not guilty of unfair competition in the use of the words “‘Millsite 
Bassor.” As I stated previously, the use of the word “‘basser”’ or 
“bassor” is open to anybody. Being descriptive of the goods and 
having acquired no secondary meaning, it is not capable of exclusive 


appropriation by anyone. 


I also hold the defendant not guilty of unfair competition in the 


use of the words “‘wounded minnow’”’ for fish baits. These words 
are incapable of exclusive appropriation by anyone, being merely 
descriptive of the action of the bait and having acquired no secondary 
meaning. Moreover, the evidence shows that these words have 
been commonly used by many fish bait manufacturers for many 
years, and in fishing literature generally. The evidence also shows 
that the defendant never used the words beyond a preliminary 
announcement of a fish bait which it never actually manufactured. 

I also hold the defendant not guilty of unfair competition in the 
use of the numeral “9” and letter “R” in its catalogs. The evi- 
dence shows that the defendant uses the term “99’R,” pronounced 
“ninety-niner,”’ in commemoration of 1899, the date when the founder 
of the Millsite business commenced business, whereas the nearest 
similar bait of the plaintiff bears the very different number “9110.” 
The evidence further shows that the use of the number “9” and the 
letter ““R” is common in the fish bait trade. Under the circum- 
stances, such numerals and letters are incapable of exclusive appro- 
priation by anyone. 

I also hold the defendant not guilty of unfair competition in its 
color chart of baits for the reason that the plaintiff itself has not 
introduced evidence sufficient to sustain it. The evidence shows 


that all the principal fish bait manufacturers publish color charts, 
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and plaintiff has wholly failed to show any confusing similarity 
between the defendant’s chart and its own chart. 

I finally hold the defendant not guilty of unfair competition for 
publishing an advance announcement in October, 1938, of baits 
delivered in January or February, 1939. The evidence shows that 
it is common in the fish bait industry to make a preliminary announce- 
ment in the autumn of baits which are not delivered until the follow- 
ing winter and spring. 

Taking all of these things done by defendant, both individually 
and collectively, they fall far short of unfair competition. 

I also dismiss the defendant’s counterclaim. The restraining 
order previousy granted the defendant protected it and its customers 
from plaintiff's threats and intimidations until the present suit 
was tried and determined. The present decision in favor of the 
defendant disposes of the issues raised in its counterclaim. Hence 
future threats and intimidations of the kind protected against, are 
now impossible. 

That covers all the issues in the case. Accordingly, I dismiss 
_the plaintiff’s bill and defendant's cross bill with costs to be taxed 
by defendant. This opinion may stand as my findings of fact and 
conclusions of law. The parties may have ten days from the date 
hereof in which to file requests for additional findings of fact and 
conclusions of law. Either side may notice settlement of decree 


immediately after said ten days. 


In THE MATTER OF THE APPLICATION OF Hair Net Packers, INc. 
United States Court of Customs and Patent Appeals 
Ser. No. 395,292 
November 8, 1940 
TRADE-MARKS—REGISTRATION—“ PROFESSIONAL” ON Harr CurLers AND RE- 
LATED Goops—DeEscriPTiveE TERM. 
The word “Professional,” used as a trade-mark for hair curlers, hair 


winders, hair clamps, hair pressers, hair pins and hair rollers, held 
descriptive and therefore unregistrable. 
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‘TRADE-Marks—MISspDESCRIPTIVE TERMS—REGISTRABILITY. 
It is well settled that a word that is misdescriptive of the goods is 
unregistrable. 


On appeal from a decision of the Commissioner of Patents refus- 
ing to register a trade-mark. Affirmed. For the Commissioner’s 


decision ‘see 29 T.-M. Rep. 656. 


Charles M. Palmer, of New York City, for appellant. 
The Solicitor, for the U. S. Patent Office. 


Buianp, J.: This appeal involves an application to have regis- 
tered in the United States Patent Office the notation “Professional” 
as a trade-mark for hair curlers, hair winders, hair clamps, hair 
pressers, hair pins and hair rollers. The application was denied by 
the Examiner of Trade-Marks, whose decision was affirmed by 
the Commissioner of Patents. 

In the course of his statement, following the appeal to the 


Commissioner, the Examiner said: 


a The mark is refused as not a trade-mark. It is clear that the 
highly trained technicians of the beauty shops are fairly described as 
“professionals.” If they were not such, discriminating ladies would no more 
patronize them than they would an inexperienced doctor. The goods listed 
may or may not be of the type specially designed for professional use. They 
may, indeed, be the simplest things suitable for use by the uninitiated; 
but their denomination as “Professional” indicates that they are specially 
adapted for use by the highly trained technicians who minister to the 
beauty of the feminine public. Applicant’s advertisements state: “Used 
by Famous Hairdressers.” 

A mark is to be regarded as descriptive whether or not it actually 
describes applicant’s goods if it describes the like goods of others (Ex 
parte Brady, 253 O. G. 954). 

Many decisions have been cited by the Examiner of alleged word-marks 
held not to be trade-marks at all. Attention may be called, however, to 
In re Brunswick-Balke-Collender Company, 421 O. G. 229, 56 F. (2d) 890, 
in which the notation “League,” as applied to bowling pins, was held not to 
be a trade-mark, but merely to indicate professional origin as emanating 
from or adopted for some league. 

It is thought the mark lacks trade-mark significance. 


The Commissioner in affirming the decision of the Examiner 
said: 

In the brief it is stated that “applicant’s goods are for general use by 
all of the public including amateurs, highly trained technicians, and even 


others not belonging in either of these classifications.” On the specimens 
filed with the application, however, “showing the trade-mark as actually 
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used by applicant upon the goods,” appears the notation: “Used by leading 
hairdressers.” To some extent, at least, it would seem that applicant 
has thus intended its mark to convey the information suggested by the 
Examiner. 

Whether or not the mark is entirely devoid of trade-mark significance 
need not be determined here, because if it is descriptive of the goods the 
fact that it may also denote origin does not cure its non-registrability under 
the Act of 1905. 

It is my opinion that the mark is descriptive, and for that reason the 
Examiner’s refusal to register is affirmed. 

Since we are certain that the term “Professional,” as applied to 
the goods listed in the instant application for registration, is clearly 
descriptive within the meaning of the statute, we are in agreement 
with the conclusions reached by the tribunals below. 

The pertinent part of section 5 of the Trade-Mark Act of Feb- 
ruary 20, 1905, as amended (15 U.S. C. 85), reads as follows: 

That no mark which consists . . . . merely in words or devices 
which are descriptive of the goods with which they are used, or of the charac- 
ter or quality of such goods . . . . shall be registered. . 

This provision, of course, must be considered in connection with 
the mandatory provision of said section 5 which states that: 


No mark by which the goods of the owner of the mark may be 
distinguished from other goods of the same class shall be refused registration 
as a trade-mark on account of the nature of such mark unless (etc.) 

Of course it is obvious that if the mark is descriptive, it does 
not distinguish the goods of one from those of another. 

Appellant argues in this court that there are only a few of the 
many millions of certain of the articles upon which it uses its trade- 
mark which are used by the beauty parlors or in the hairdressing 
trade. It contends that the term ‘Professional’ applied to some 
of the articles involved “is suggestive of one of the desirable charac- 
teristics and consequently such expression adds prestige to the 
item” and that the mark is “specifically suggestive without being 
descriptive.’ 

It is sometimes difficult to determine when a mark is suggestive 
only, although the courts have frequently spoken on this question, 
but it seems clear that in the instant case appellant wishes to convey 
the information by its trade-mark that its goods are those that are 


used by professional hairdressers. 
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Some argument was made to the effect that hairdressing is not a 


profession. This leads us to consider the meaning of the term “pro- 
fessional.” In Webster’s New International Dictionary a distinc- 
tion is made between the terms “profession” and “professional” and 
the latter term is defined as follows: 


2. a Engaged in by professionals; as, a professional race;—opposed to 


amateur. 8 Engaging in a profession or, by extension, any calling as a means 
of livelihood or for gain; as a professional golf player;—opposed to 
amateur. [“By extension” italicized by us.] 

The term “professional” is broad enough to include hairdressers 
and it is obvious from all the facts at bar that appellant’s adoption 
of the mark was evidently prompted by this consideration. 

The contention that appellant’s goods are for the most part used 
by those who are not professionals is unavailing. This court and 
other courts have frequently held that as to registrability, it does 
not help the situation for a trade-mark to be misdescriptive rather 
than descriptive. This is the view which was entertained by the 
Trade-Mark Examiner when he stated that a mark was to be 
regarded as descriptive when it “describes the like goods of others.” 
This court in a number of cases has held to the same effect. It will 
be sufficient to cite this court’s decision in the case of In re Bonide 
Chemical Co., Inc., 18 C. C. P. A. (Patents) 909, 46 F. (2d) 703 
[21 T.-M. Rep. 122], which involved the registrability of the term 
“Crow-Tox” applied to a preparation used in protecting seeds 
against birds and animals. Among other things it was urged there, 
after admitting that “Crow-Tox’” meant crow poison, that there 
was no poison contained in the preparation. In affirming the deci- 
sion of the Commissioner denying registration, we said: 

We think, therefore, that “crow-tox” is in all respects, as regards its 
meaning, the same as “crow poison.” Hence the effort to register it under 
appellant’s amended application raises the somewhat novel question whether, 
under the registration statute, a word may be registered as a trade-mark 
when it is used upon a preparation which it, in fact, misdescribes. It does 
not speak the truth. If it did, admittedly, it would not be registrable. Since 


it speaks falsely, may it be admitted as not descriptive. 
* * * 

We are at a loss to understand how one can acquire legal title—an 
ownership protectable in the courts—of a mark (there being no ownership 
except when predicated upon use) which it is proposed to apply to a product 
and by it indicate that the product is of a particular character or quality 
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when, in fact, it has no such quality and then secure registration of the 
mark, on its face descriptive, upon the statement that it is not descriptive 
because false and misleading. It is inconceivable that Congress ever intended 
that any such result should be accomplished under the registration statute, 
notwithstanding the declaration that no mark, save certain excepted ones, 
should be refused registration. 


The principle announced in the ““Crow-Tox’”’ case supra, is so 


thoroughly settled as to require no further citation of authority. 


Appellant here relies upon such cases as In re One Minute 
Washer Company, 25 C. C. P. A. (Patents) 978, 95 F. (2d) 517, 
which involved the trade-mark “One Minute” for washing machines, 
and Van Camp Sea Food Co. (Inc.) v. The Alexander B. Stewart 
Organizations, 18 C. C. P. A. (Patents) 1415, 50 F. (2d) 976 
[21 T.-M. Rep. 414], which involved the registration of “Chicken 
of the Sea” for tuna fish. In both cases it was held that the marks 
were not descriptive; that “One Minute” was suggestive and not 
descriptive of the speed of the machine, and that “Chicken of the 
Sea” was suggestive of a characteristic of the goods but in no sense 
descriptive. Those and like cases are distinguishable from the case 
at bar. 

The term “Professional” is more than suggestive. It describes 
the quality of the goods as being of the character used by professional 
hairdressers, and appellant may not have a monopoly upon the term 
in describing its goods even though it is in part misdescriptive of 
them. 

We think that our conclusion here is supported by our decision 
in the case of In re Brunswick-Balke-Collender Co., 19 C. C. P. A. 
(Patents) 1055, 56 F. (2d) 890 [22 T.-M. Rep. 215], in which it 
was held that the word “League” was not registrable as a trade- 
mark for bowling pins. In that case it appeared that the American 
Bowling Congress, under its rules, regulated the size and weight of 
official pins, and that certain of the games were called “League 


games.” We there said: 

The word “League” as used by the appellant here is, to our 
mind, clearly either descriptive or misdescriptive. In either event, it ought 
not to be registered as a trade-mark. Every maker of bowling pins ought 
to be able to call his pins “League” pins if they comply with the rules gen- 
erally obtaining in league games. 
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A case quite in point is In re National Phonograph Co., 29 App. 
D. C. 142. The term sought to be registered there was “Standard” 
as applied to phonographs. It appeared that the phonographs to 
which it was applied were of inferior quality and not standard. 
After holding that the term was descriptive within the meaning of 
the then existing statute, prohibiting the registration of descriptive 
marks, the court said: 

We agree with the Commissioner that the applicant’s claim to use 
“standard” as a trade-mark is in nowise strengthened because the applicant 
contends that it only applies the word to machines of inferior design and 


which are not in any sense standard. The word cannot be used, whether it 
be truly descriptive or falsely descriptive. 


The decision of the Commissioner of Patents is affirmed. 


Garrett, P. J. (dissenting): I do not agree with my associates 
and the tribunals of the Patent Office that the notation “‘Profes- 
sional” consists merely in a word descriptive (or misdescriptive ) 
of the goods, or of the character or quality of the goods, to which 
appellant applies it. 

Under some of the definitions of “Professional,” the notation 


may indicate, or suggest, the character of some of the users of the 


goods (although I do not wish to be understood as passing upon the 


question of whether hairdressing is a profession as distinguished 
from a trade), but as to the per se character or quality of the goods 
nothing is described, nor is anything even suggested in that respect. 

I am unable to see wherein the Bonide Chemical Co. case, cited 
by the majority, has any application here. It was there held, in 
effect, that the notation ‘““Crow-Tox,” used upon a preparation for 
protecting seed against birds and animals and for invigorating seeds, 
was, upon the record presented (“Crow-Tox” being the equivalent 
of ‘“Crow-Poison,”’ and the preparation being conceded to be non- 
poisonous) misdescriptive of the preparation. 

The Brunswick-Balke-Collender Co, case, cited by the majority 
(and by the Patent Office Examiner), seems to me clearly distin- 
guishable from the instant case. We there refused registration 


of the word “League” as a trade-mark for bowling pins. The rec- 
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ord disclosed that an organization known as the American Bowling 
Congress had adopted rules regulating the size and weight of official 
pins for use in league bowling games. Clearly, the word “League,” 
as it was there proposed to use it, would have been descriptive of a 
character or quality—size or weight—of the pins. 

In the National Phonograph Co. case, also cited by the majority, 
obviously the word “standard,” which it was sought to register for 
use on phonographs, had particular reference to a character or 
quality of the goods—not to the users of the goods. 

In truth I have found no decided case which, in my opinion, 
properly may be regarded as on all fours with this case. With me 
the issue here is largely a matter of first impression. 

I do regard the case of In re National Candy Co., 35 App. D. C. 
351, somewhat analogous. The applicant there sought to register 
“Navy” for use on candy, some of which was sold as supplies for 
use by the personnel of the Navy. The court held the mark to be 
purely fanciful and arbitrary as applied to candy. It seems to me 
that such is the situation with respect to “Professional” applied to 
hair curlers, hair winders, hair clamps, hair pressers, hair pins, and 
hair rollers. 

It is my view that appellant is entitled to the registration here 


sought. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Frazer, A. C.: Reversed, in part, the decision of the Examiner 
of Interferences and sustained the opposition of Coca-Cola Company 
to the application of Los Angeles Brewing Co. for the registration 
of a trade-mark, but affirmed the Examiner’s adjudication that 
applicant is not entitled to the registration applied for. 

The Assistant Commissioner noted that the mark sought to be 
registered is the notation “Eastside Cherry Coke,” in association 
with a design, the words “Cherry Coke” being disclaimed; that the 


goods to which the mark is applied are described in the application as 
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“Non-alcoholic, non-cereal, maltless beverage used as a soft drink, 
and syrups and extracts for preparing the same”; and that in the 
notice of opposition opposer alleged its ownership of the well-known 
trade-mark ‘‘Coca-Cola,” registered and in use long years before 
applicant’s adoption of the mark here in question, for goods aptly 
described in the language above quoted from applicant’s application; 
and also that the record establishes that it has become the habit and 
custom of a great portion of the public to refer to opposer's prod- 
uct “Coca-Cola” as “Coke” (Koke) and to call for the said bev- 
erage by that name, and that customers at places where soft drinks 
are sold frequently call for “cherry coke” intending and expecting 
to receive in response to such calls opposer’s product “Coca-Cola” 
with cherry flavoring added thereto. 

Since the Examiner of Interferences was of the opinion that, 
because opposer had itself made no use in trade of either the expres- 
sion “Cherry Coke” or the word “Coke” it was “unable to qualify 
under either the descriptiveness or the confusion-in-trade clause of 
section 5” of the Act of February 20, 1905, and thus dismissed the 
opposition, the Assistant Commissioner said: 


In so doing I think he erred. Section 6 of the act provides that “any 
person who believes he would be damaged by the registration of a mark may 
oppose the same,” and section 7 provides that “the Commissioner may 
refuse to register the mark against the registration of which objection is 
filed.” All that an opposer need do in order to “qualify” as such is to 
plead facts tending “to show that he would probably be damaged by the 
registration.” Touraine Co. v. F. B. Washburn & Co., 52 App. D. C. 356, 
286 Fed. 1020 [13 T.-M. Rep. 121]. And if the facts so pleaded are estab- 
lished by proof, the opposed registration should be refused. 

Applicant points out that its cherry coke is sold only in bottles. Quite 
aside from the fact that the registration would include no such restriction, 
I doubt that it has any bearing upon the question of probable confusion. 
Opposer’s Coca-Cola is also sold in bottles, and it seems to me that many 
persons finding bottled cherry coke on the market would be quite likely to 
assume it to be a new product of The Coca-Cola Company. Nor do I think 
that the additional features of applicant’s mark are calculated to avoid 
confusion. Considering the nature of the goods involved, the design is of no 
consequence. Burstein v. The Seven-Up Co. (C. C. P. A.), 111 Fed. (2d) 903 
[30 T.-M. Rep. 379]. The word “Eastside” would doubtless be used by 
some purchasers; but even if all those desiring applicant’s drink should 
specify “Eastside” cherry coke, which seems improbable, that would not 
prevent the substitution of applicant’s goods in cases where the purchaser 
called merely for “cherry coke,” expecting to be served Coca-Cola with 
cherry flavoring added. Neither is it material on the question of confusion 
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that the words “Cherry Coke are disclaimed in the application. Walgreen 
Co. y. Godefroy, 19 C. C. P. A. 1150, 58 Fed. (2d) 457 [22 T.-M. Rep. 271]. 
I am clearly of the opinion that opposer would be damaged by the pro- 
posed registration, and that the opposition should have been sustained. 
Agreeing with the Examiner of Interferences that applicant’s 
mark is misdescriptive because it does not appear that all the essen- 
tial characteristics of the goods sold by the applicant are identical 
with those sold by the opposer, the Assistant Commissioner said: 


Regardless of my own views in the matter, there is another reason why 
applicant’s mark as presented must be denied registration. Since the appeal 
was taken there have been made of record by stipulation of counsel the find- 
ings of fact, conclusions of law, and decree in the case of The Coca-Cola 
Company v. Los Angeles Brewing Co. (1-F. R. D.-67 [30 T.-M. Rep. 15]). 
That was a trade-mark infringement suit between the parties to this pro- 
ceeding, involving the same marks here in issue. The decree was entered 
January 15, 1940, and has now become final. 


+ * + 


The question of applicant’s right to use the mark it now seeks to register 
is thus res judicata; and it would be fortuitous, to say the least, to register 
i mark the use of which would be in direct violation of the court’s injunction.? 


Frazer, A. C.: Reversed the decision of the Examiner of Inter- 
ferences and sustained the opposition of The Coca-Cola Company 
to an application filed by Lucky Club, Inc. (Lucky Club Co., 
Assignee, Substituted) for registration of the notation ‘Lucky 
Club Cola,” in association with pictorial representations of a horse- 
shoe and a four-leaf clover, as a trade-mark for a non-alcoholic car- 
bonated cola-flavored beverage, the word “Cola” being disclaimed 
apart from the mark. 

The Assistant Commissioner pointed out that the opposition is 
predicated upon opposer’s registered trade-mark “Coca-Cola” appro- 
priated to merchandise of the same descriptive properties as that 
set forth in the application; that no testimony was taken by either 
party, and that, as opposer's earliest registration of the mark upon 
which it relies antedates the filing of the opposed application by 
nearly half a century, the only question to be determined was 
whether or not applicant’s mark so nearly resembles opposer's 
mark as to be likely to confuse the public or to deceive purchasers. 
He then said: 


1 The Coca-Cola Company v. Los Angeles Brewing Co., Opp’n No. 18,279, 
163 M. D. 600, September 11, 1949. 
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It is true that applicant’s mark is composite, and that in appearance it 
differs materially from opposer’s mark. Considering the nature of the 
goods, however, which are almost invariably called for by name, the design 
features are of little consequence. King Kola Mfg. Co. v. The Coca-Cola Co., 
26 C. C. P. A. 704, 99 Fed. (2d) 983 [28 T.-M. Rep. 603]; Burstein v. The 
Seven-Up Co. (C. C. P. A.), 111 Fed. (2d) 903 [30 T.-M. Rep. 379]. More- 
over, as I said in The Coca-Cola Co. y. Fooks, 495 O. G. 717 [28 T.-M. Rep. 
561]: 

“It must be remembered that the goods in which the parties deal are 
very inexpensive, and are casually purchased for immediate consumption by 
many individuals, such as school children, who are likely to pay slight atten- 
tion to details and may remember only the last word of opposer’s mark.” 

Resolving doubts, as I must, in opposer’s favor, I am of the opinion 
that the concurrent use of these two marks on substantially identical mer- 
chandise of this character would be reasonably likely to result in confusion, 
and that the opposition should have been sustained.? 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of the United States Shoe Corpo- 
ration to the application of Kitty Kelly Quality Co., Inc., for regis- 
tration of the notation “Silver Cross,” printed in the color silver in 
association with representations of two Greek crosses of similar 
color, as a trade-mark for shoes. 

The Assistant Commissioner noted that opposer pleaded and 


proved its ownership of several trade-marks, registered for the same 


goods prior to applicant’s claimed date of first use, including “Gold 
Cross,” “Green Cross’ and “‘Red Cross,” each associated with the 
representation of a single Greek cross. He then said: 


Opposer’s several “Cross” marks are not restricted to particular colors, 
but may be applied in any color opposer chooses, including silver. The 
question, therefore, is not whether the color silver is likely to be confused 
with either of the colors gold, green or red, but whether the expression 
“Silver Cross” is likely to be confused with either of the expressions “Gold 
Cross,” “Green Cross,” or “Red Cross.” Being substantially identical in all 
of the marks, the designs are, of course, additional features of similarity, 
and tend to enhance the probability of confusion. 

It is my opinion that the word “Cross” and its pictorial equivalent are 
the dominating portions of applicant’s mark and of each of opposer’s marks. 
That is to say, these are the features that I think would most likely be 
remembered by purchasers as indicating origin of the goods. Moreover, 
those familiar with opposer’s “Gold Cross,” “Green Cross,” or “Red Cross” 
shoes might reasonably be expected to assume that applicant’s “Silver Cross” 
shoes were of the same origin, even if the modifying adjectives were kept 
in mind. This view finds support in the case of D. J. Bielzoff Products Co. 


2 The Coca-Cola Company v. Lucky Club, Inc. (Lucky Club Co., Assignee, 
Substituted), Opp’n No. 18,868, 163 M. D. 603, September 12, 1940. 
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White Horse Distillers, Ltd., 27 C. C. P. A. 722, 107 Fed. (2d) 583 
T.-M. Rep. 646], where the Court of Customs and Patent Appeals held 
1. mark comprising the words “Red Horse,” as applied to various alcoholic 
products, to be confusingly similar to the trade-marks “White Horse” and 
“Black Horse,” registered for Scotch whiskies. 


29 


Because applicant placed in the record a number of registra- 


tions to third persons of marks including the word ‘“‘Cross”’ or repre- 


sentations of a cross, all appropriated to shoes, the Assistant Commis- 
sioner pointed out that since the decision in the case of Pepsodent Co. 
v. Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 Fed. (2d) 
906 [26 T.-M. Rep. 481], the Patent Office has consistently refused, 
in opposition proceedings, to consider registrations other than those 
directly involved.” 


Frazer, A. C.: Reversed the decision of the Examiner of Inter- 
ferences and sustained the opposition of Lehn & Fink Products Cor- 
poration to the application of Barrett Products Co., Inc., for regis- 
tration of the notation “Tri-So,’ claimed to have been used since 
September, 1936, as a trade-mark for ‘‘a pharmaceutical prepara- 
tion which is used for antiseptic mouth wash.” 

In his decision the Assistant Commissioner said: 


In the notice of opposition opposer pleaded its ownership of the trade- 
mark “Lysol,” registered February 22, 1927, for goods including “antiseptic 
and disinfectant preparations.” Manifestly, applicant’s product is an anti- 
septic preparation, and falls within the broad description of merchandise 
set forth in opposer’s registration. No testimony was taken by either party, 
in the absence of which it must be presumed that opposer owns its registered 
mark for all antiseptic preparations. Hence, for the purpose of this pro- 
ceeding, the goods of the parties, to which their marks are respectively 
applied, must be treated as identical. 

The remaining question is whether or not the marks are so nearly similar 
as to be likely to cause confusion in the mind of the public or to deceive 
purchasers. Applicant says that its mark suggests “three sodiums,” and 
the Examiner thinks that it “would have the significance of its phonetic 
equivalent “Try So’ to purchasers of the goods.” I find myself unable to 
agree with either. It is my opinion that the marks of both parties are 
purely arbitrary as applied to the goods involved, and would convey no 
meaning to the average individual other than that acquired through trade- 
mark use. Marks of this character are more likely to be confused than 
are marks that “are made up of ordinary words used in everyday con- 
versation.” The Bon Ami Co. v. McKesson & Robbins, Inc., 25 C. C. P. A. 


8’ The United States Shoe Corporation v. Kitty Kelly Quality Co., Inc., 
Opp’n No. 18,367, 163 M. D. 605, September 16, 1940. 
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826, 93 Fed. (2d) 915 [28 T.-M. Rep. 87]. In appearance applicant’s mark 
differs considerably from opposer’s, but when pronounced the two marks 
sound very much alike; and it is now well settled that similarity in the 
sound of marks is alone sufficient to render confusion likely.‘ 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of National Carbon Company, 
Inc. to the application of Samuel Rosenberg for registration of the 
notation “Testone’ as a trade-mark for anti-freezing solution for 
radiators. 

The Assistant Commissioner pointed out that the mark is claimed 
to have been used by applicant since September 1, 1937, that op- 
poser owns the trade-mark “‘Prestone,” registered March 25, 1924, 
for liquid compounds for the prevention of freezing and boiling of 


water in radiators connected with internal-combustion engines, and 


that the only question for determination was whether or not op- 


poser’s mark and applicant’s are so nearly similar as to be likely to 
be confused when applied to substantially identical merchandise of 
the character indicated. 


He then said: 


That such confusion would be not only likely, but well-nigh inevitable, 
seems too obvious to merit extended discussion. Applicant’s mark is some- 
what distinctive in appearance, by reason of the fact that the letter “t” 
in each occurrence supposedly simulates the representation of a thermometer. 
Referring to this same mark, in E. J. du Pont de Nemours & Co. v. Rosen- 
berg, 504 O. G. 854 [29 T.-M. Rep. 456], I said: 

“I must confess that the purported representation of thermometers in 
applicant’s mark did not become apparent to me until called to my atten- 
tion in the course of the argument. While the lettering of the mark is 
peculiar, it would not have occurred to me that a representation of 
thermometers was intended, nor do I think the idea would readily suggest 
itself to the average purchaser.” 

However that may be, applicant’s goods would doubtless be known and 
called for merely as “testone,”’ without reference to the manner in which 
the word is printed; and the close similarity in sound between that word and 
“Prestone” is manifest. Moreover, the fact that both words are fanciful, 
without apparent meaning other than their trade-mark significance, adds 
to the probability that they would be confused.® 


4 Lehn & Fink Products Corporation v. Barrett Products Co., Inc., Opp’n 
No. 19,175, 163 M. D. 610, September 27, 1940. 

5 National Carbon Company, Inc. v. Samuel Rosenberg, Opp’n No. 17,394, 
163 M. D. 588, August 27, 1940. 
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Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the petition of Pittsburgh Plate Glass Company, 
of Pittsburgh, Pa., to cancel trade-mark registration No. 363,804, 
issued January 10, 1929, under the provisions of the Act of February 
20, 1905, to Jessie W. Moyer, of Chadron, Neb. 

In his decision the Assistant Commissioner said: 


The mark of the registration sought to be canceled is the word “Violize,” 
which is applied to “a preparation for providing a hard protective coating 
on the surface finish of automobiles, self-polishing liquid floor wax, paste 
floor wax, and a preparation for providing a waterproof and lustrous coating 
on floors and linoleum.” The petition to cancel is predicated upon petition- 
er’s ownership of two registered trade-marks; namely, “Vitolized Oil,” with 
a disclaimer of the word “Oil,” registered April 12, 1932, for “oil used in 
the formation of paints;” and “Wallhide the Vitolized Oil Paint,” with a 
disclaimer of the words “Oil Paint,” registered the same date for “liquid 
and paste paints, primers, paint enamels and lacquers.” 


* * * 


I doubt that there is any reasonable likelihood of confusion between 
respondent’s mark and “Wallhide the Vitolized Oil Paint,” even though the 
goods with which these two marks are used are conceded by respondent’s 
counsel to be of the same descriptive properties. Petitioner’s mark is 
dominated by the word “Wallhide,” the descriptive phrase “the Vitolized Oil 
Paint” being of relatively minor significance as indicating origin. When 
used alone, however, or in association with the purely descriptive word “Oil,” 
“Vitolized” is quite likely to be confused with “Violize.” 

Counsel for respondent urges that in the absence of proof the Examiner 
was not warranted in holding respondent’s goods and petitioner’s “oil used 
in the formation of paints’ to be merchandise of the same descriptive prop- 
erties; and cites my decision in the case of Western Chemical Co. v. Monsanto 
Chemical Co., 514 O. G. 831 [30 T.-M. Rep. 360], in support of that con- 
tention. There the goods were “chemical compounds employed as preventers 
of rancidity in soap and vegetable oils” as compared with insecticides, and 
I expressed the opinion that to hold without evidence on the subject that 
such goods had the same descriptive properties “would involve mere specu- 
lation.” In the instant case I do not think that is true. Respondent’s goods, 
in part at least, are so closely related to petitioner’s that no proof is required 
to support the conclusion that their sale under a trade-mark so nearly the 
same as petitioner’s mark would lead to confusion as to origin.® 


Corporate Names 


Frazer, A. C.: Affirmed the decision of the Examiner of Interfer- 


ences dismissing the opposition of Swank Products, Inc. to the ap- 


plication of Veldown Company, Inc. for registration of a trade-mark 


for toilet tissue. 


6 Pittsburgh Plate Glass Co. v. Jessie W. Mayer, Canc. No. 3508, 163 
M. D. 593, August 30, 1940. 
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In his decision the Assistant Commissioner said: 


Applicant’s mark is essentially the word “Swank;” and the only question 
presented for determination is whether or not, within the meaning of Section 
5 of the Act of February 20, 1905, that word is opposer’s corporate name, 
and thus forbidden registration to another. 

Opposer argues that in legal contemplation its complete name has been 
appropriated, citing in support of such argument cases where the word 
“Products” and the abbreviation “Inc.” have been disregarded, and registra- 
tion of the balance of corporate names has been refused. With respect to 
the abbreviation I am in complete agreement with opposer’s contention, as 
is evidenced by my decision in White Cap Co. v. Allied Stores Corporation, 
503 O. G. 870 [29 T.-M. Rep. 408]. As to the word, however, I do not think 
such a ruling is warranted. 

Counsel for opposer cite two cases involving this same word, in both of 
which it was ignored. They are National Dairy Products Corporation v. 
Allied Mills, Inc., 469 O. G. 773, 30 U. S. P. Q. 274, and Vitab Products, Inc. 
v. Knox Co., 490 O. G. 976 [28 T.-M. Rep. 327]. In the latter it was con- 
ceded in effect by the applicant for registration that “Vitab” is the corporate 
name of Vitab Products, Inc.; and the point was not considered. In the 
former the mark sought to be registered was “National Dairy.” In sus- 
taining the opposition I cited the case of American Steel Foundries v. 
Robertson, 269 U. S. 372, 1926 C. D. 289 [13 T.-M. Rep. 289], and said: 

“Upon the record before me, I am convinced that ‘National Dairy’ is not 
only the predominating feature of opposer’s corporate name, but is the 
commonly accepted term by which opposer is known. In other words, it 
amply appears that to a substantial portion of the public ‘National Dairy’ 
has come to mean ‘National Dairy Products Corporation.’ Borrowing again 
from the language of the American Steel Foundries case, I think there 
exists here a situation where a part only of the corporate name ‘has become 
so identified with the particular corporation that whenever used it designates 
to the mind of the public that particular corporation.’ ” 

The record of the instant case presents no such situation. Opposer deals 
in jewelry and related accessories for men. As applied to such merchandise, 
the word “Swank” doubtless designates opposer. That fact is largely due, 
however, to opposer’s extensive use of the word as a trade-mark. In asso- 
ciation with other lines of merchandise I find nothing in the record to in- 
dicate that it would be likely to suggest opposer to the mind of the public. 
It is a dictionary word in common use; it has been appropriated by others 
as a trade-mark; it is found in the names of other industrial concerns; and 
it is listed in the Washington telephone directory as the surname of six 
individuals. It is the salient feature of opposer’s name; but, as was observed 
in the American Steel Foundries case, supra, that “does not settle the 
question,” because it is not the complete name. In that case the doctrine 
here applicable was announced by the Supreme Court in the following lan- 
guage: 

“Where the appropriation of the corporate name is complete, the rule of 
the statute, by its own terms, is absolute and the proposed mark must be 
denied registration without more. But where less than the whole name has 
been appropriated, the right of registration will turn upon whether it 
appears that such partial appropriation is of such character and extent that, 
under the facts of the particular case, it is calculated to deceive or confuse 
the public to the injury of the corporation to which the name belongs. 
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“The fact, for example, that the articles upon which the mark is used are 
not of the same description as those put out by the corporation, is entitled to 
weight, since the probability of such confusion and injury in that situation 
bviously is more remote than where the articles are of like kind.” 

Certainly, no one would seriously contend, nor does opposer, that jewelry 
ind men’s accessories are of the same description as toilet tissue; and while 
opposer's annoyance at applicant’s use of the word “Swank” on so lowly a 
product as toilet tissue is readily appreciated, I do not think such use is 
calculated to deceive or confuse the public to opposer’s injury in a legal 
sense.' 


Descriptive Terms 

Frazer, A. C.: Upon petition of The Rath Packing Company, 
reversed the decision of the Examiner of Trade-Marks who had 
refused registration of the word “Tender’d,” under the provisions 
of the Act of March 19, 1920, as a trade-mark for ham, the Exam- 
iner’s position being that the mark is so purely descriptive of the 
goods to which it is applied as to be devoid of trade-mark signifi- 
cance, 

In his decision the Assistant Commissioner said: 


Descriptiveness is no bar to registration under the 1920 act, provided 
only that the descriptive expression sought to be registered is capable of 
denoting origin, and has been in bona fide use as a trade-mark for not less 
than one year. Upon the record presented I am of the opinion that the mark 
here in question meets that test.® 


Frazer, A. C.: Held that Submarine Signal Company is not 
entitled to register the word “Sonic,” under the provisions of the Act 
of February 20, 1905, as a trade-mark for milk and cream. 

The Assistant Commissioner observed that the Examiner refused 
registration on the ground “that the mark is descriptive of the 
goods, in that it names a method by which the milk or cream is 
treated by sound waves,” and that from applicant’s brief on appeal 
it appears that at least a part of the milk and cream to which the 


mark is applied is subjected to a process involving the use of sound 


waves, but that applicant insists that the mark, though descrip- 


tive of such process, “is not descriptive of the product, nor of its 
character, nor quality.” 

7 Swank Products, Inc. v. Veldown Company, Inc., Opp’n No. 17,998, 163 
M. D. 568, August 8, 1940. 


8 Ex parte The Rath Packing Company, Ser. No. 401,275, 163 M. D. 611, 
September 30, 1940. 
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He then said: 


As employed by applicant, it is my opinion that the mark is descriptive, 
not only of the process, but also of the character of applicant’s goods. The 
specimens filed with the application, “showing the trade-mark as actually 
used by the applicant upon the goods,” are photographs of a milk bottle 
bearing the notation “Sonic Homogenized Milk.” Correctly or incorrectly, 
this would indicate to purchasers that in the process of homogenization sound 
waves had been utilized; and viewed as a unitary expression, “sonic homo- 
genized” would characterize the product in the same sense as would the word 
“homogenized” if used alone.® 


Estoppel 


Frazer, A. C.: Denied a petition of Railley Corporation from a 
ruling of the Examiner of Trade-Marks and reviewed the facts as 
follows: 


Railley Corporation appealed from the refusal of the Examiner of Trade- 
Marks to register the notation “Pin-It-Up,” under the provisions of the 
Act of February 20, 1905, as a trade-mark for electric lamps. In a decision 
rendered August 4, 1939 (506 O. G. 794), I affirmed the Examiner on the 
ground that by reason of its ownership of a prior registration of the same 
mark for the same goods, effected under the provisions of the Act of 
March 19, 1920, applicant was estopped to assert registrability under the 
Act of 1905. Upon consideration I rendered a second decision, on August 21, 
1939 (506 O. G. 794), in which I expressed the opinion that, while applicant 
was estopped, as previously held, the mark was “not objectionably descrip- 
tive of the goods to which it is applied”; and disapproved the Examiner’s 
refusal to register on that ground. Thereafter applicant sought to dis- 
claim “its entire right, title and interest in and to” the certificate of regis- 
tration, and to procure the cancellation of said certificate. The Examiner 
has held in effect that such disclaimer and cancellation would not remove 
the bar of estoppel upon which the instant application stands rejected, and 
by this petition applicant seeks a review and reversal of that ruling. 


He then quoted from his decision in the case of Burgess Battery 
Co. v. McCrory Stores Corporation, 514 O. G. 833 [30 T.-M. Rep. 
362], as follows: 


In applying for registration under the Act of 1920, applicant asserted, in 
effect, that its mark was not registrable under the Act of 1905; and I think 
it thereby estopped itself to be heard to the contrary in any subsequent pro- 
ceeding involving the same mark for the same goods. 


He then said: 


That language is equally applicable here. The only factual difference 
between the two cases is that the present applicant acquired its 1920 


® Ex parte Submarine Signal Company, Ser. No. 408,138, 163 M. D. 612, 
September 30, 1940. 
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registration by assignment, while the registration involved in the cited case 
was issued to the same company that later sought registration under the 
Act of 1905. I have already held that difference to be immaterial.!° 


Goods of Different Descriptive Properties 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 


ferences dismissing the opposition of Dwinell-Wright Company to 


the application of George P. Gundlach for registration of the nota- 
tion ““Whitehouse”’ as a trade-mark for ice cream. 

The Assistant Commission observed that opposer’s mark has been 
extensively advertised over a long period of time, and is unques- 
tionably of great value, but he pointed out that opposer owns the 
mark, however, only in connection with the particular class of mer- 
chandise to which it has been appropriated in opposer’s business. He 
then quoted from the decision of the Supreme Court of the United 
States in American Steel Foundries v. Robertson, 269 U. S. 872, 
1926 C. D. 289 [13 T.-M. Rep. 289]. 

He stated that counsel for opposer pointed out that coffee and 
ice cream are both food products and are thus capable of the same 
general definition, that both are frequently sold in the same stores 
and to the same class of purchasers, and that coffee syrup is often 
used in flavoring ice cream, and with reference thereto the Assistant 
Commissioner said: 

I suppose that coffee may properly be classified as a food product; but 
even so, it is not necessarily of the same descriptive properties as all other 
food products. There are numerous Patent Office decisions wherein it has 
been held that various pairs of items answering this same general definition 
are of different descriptive properties, and such a ruling has been made in 
at least one case by the United States Court of Customs and Patent Appeals. 
In The Cracker Jack Co. v. Blanton Citrus Growers, Inc., 23 C. C. P. A. 
925, 81 F. (2d) 553 [26 T.-M. Rep. 161], that court held “that a popcorn 
confection and fresh citrus fruits are not goods of the same descriptive 
properties,” though clearly both are food products, and though they are in 
my opinion more closely related than are coffee and ice cream. 

Because opposer’s counsel stressed the fact that ice cream is 
sometimes flavored with coffee syrup, the Assistant Commissioner 
said: 


10 Ex parte Railley Corporation, Ser. No. 379,533, 163 M. D. 596, Septem- 
ber 5, 1940. 
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Such syrup, however, is not sold by opposer nor under opposer’s mark; 
and purchasers of the syrup do not know the source of the coffee used in 
its manufacture. As sold by opposer, coffee is not even an ingredient of 
coffee-flavored ice ceam, but only an ingredient used in preparing the flavor- 
ing syrup. To hold that ice cream is of the same descriptive properties as 
coffee, merely because some ice cream is coffee-flavored, would, I think, be 
totally unwarranted. 


He then added: 


It is true that the two products are frequently available in the same 
stores, and are sold to the same class of purchasers. Those are points to be 
considered, but they are not of controlling importance, because, as pointed 
out by the Court of Customs and Patent Appeals in Kraft-Phenix Cheese 
Corporation v. Consolidated Beverages, Limited, 27 C. C. P. A. 803, 107 
F. (2d) 1004 [30 T.-M. Rep. 52], it is a matter of common knowledge that 
stores in which such goods are likely to be found “sell an almost unlimited 
variety of articles in distinct and substantially unrelated lines of trade.” 
I do not believe that anyone purchasing a package of applicant’s ice cream 
and a package of opposer’s coffee, even from the same clerk in the same 
store, would be likely to assume that the two articles had a common origin.1 


Goods of Same Descriptive Properties 


Frazer, A. C.: Affirmed, in part, the decision of the Examiner 
of Interferences and dismissed the opposition of General Foods Cor- 
poration (General Foods Sales Company, Inc., Assignee, Substi- 
tuted) to the application of Hudson Brothers Milling Co. for the 
registration of the word “Daisy,” in association with a design, as a 
trade-mark for pastry flour, but reversed the Examiner’s adjudica- 
tion that applicant is entitled to the registration applied for. 


As to opposer’s rights, the Assistant Commissioner said: 


In the notice of the opposition opposer alleged ownership of substantially 
the same mark as applied to nuts. In its testimony in chief opposer failed 
to prove use of the trade-mark pleaded as of a date earlier than that 
claimed by applicant as the date of first use of the mark sought to be regis- 
tered. It was only in opposer's so-called rebuttal testimony that such proof 
was attempted, and upon applicant’s motion that testimony was stricken 
by the Examiner of Interferences on the ground that it was “improper 
rebuttal,” the Examiner then stating in his decision that: 

“In accordance with the only evidence properly filed in the case, there- 
fore, the applicant rather than the opposer is deemed to be a prior user and 
owner as to the marks involved herein.” 


11 Dwinell-Wright Company v. George P. Gundlach, Opp’n No. 18,824, 
163 M. D. 591, August 30, 1940. 
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Upon that phase of the case I am in agreement with the Examiner. 


However, relying upon the decision of the Court of Customs and 
Patent Appeals in the case of California Prune § Apricot Growers 
Association v. Dobry Flour Mills, Inc., 26 C. C. P. A. 910, 101 Fed. 
(2d) 838 [29 T.-M. Rep. 151], and contrary to the Examiner’s 
decision, be held that applicant’s goods and opposer’s goods are 
of the same descriptive properties. 

As to applicant’s ex parte right to registration, he said: 


While I think the opposition was nevertheless properly dismissed upon 
the ground first stated, upon the record presented I am unable to agree 
with the Examiner of Interferences that applicant is entitled to the regis- 
tration of its trade-mark. It affirmatively appears from applicant’s own 
evidence that at the time the application was filed applicant had not used 
the mark in interstate commerce from some eight or ten years, such use as 
had occurred during that period having been confined to applicant's home 
state of New York. That interstate use “at or shortly prior to” the date of 
filing an application to register is a prerequisite to the registration of a 
trade-mark there can be no doubt, and it was so ruled by the United States 
Court of Customs and Patent Appeals in Motlow v. Oldtyme Distillers, Inc., 
24 C. C. P. A. 1094, 88 Fed. (2d) 732 [27 T.-M. Rep. 262].12 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of Sentry Safety Control Corpora- 
tion to the application of Sentry Electric Company for registration 
of the word “Sentry” as a trade-mark for electric circuit breakers. 

The Assistant Commissioner observed that opposer is the prior 
user of the same mark and that the only question to be determined 
on appeal was whether or not the goods of the parties possess the 
same descriptive properties. He then said: 


The device sold by opposer, under the trade-mark in question, is described 
by the Examiner as “an electric safety control system for moving picture 
projecting machines comprising several different types of switches the 
ultimate function of which is that of a circuit breaker.” 

Applicant’s device is a thermostatic circuit breaker, intended primarily 
for household use. The two items differ greatly in structure, in appearance, 
and in price; they are not interchangeable in use; and they are not sold 
to the same class of purchasers. The fact remains, however, that they are 
both circuit breakers; and applicant’s description of goods, as set forth in 
the application, is sufficiently broad to include all circuit breakers.!* 


12 General Foods Corporation (General Foods Sales Company, Inc., 
Assignee, Substituted) v. Hudson Brothers Milling Co., Opp’n No. 17,908, 
163 M. D. 597, September 6, 1940. 

18 Sentry Safety Control Corporation v. Sentry Electric Company, Opp’n 
No. 18,523, 163 M. D. 570, August 8, 1940. 
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Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of Fruit Industries, Ltd. to the 
application of Ph. Schneider Brewing Co. for registration of the 


notation “La Fiesta’’ as a trade-mark for beer. 


Observing that the opposition is based upon opposer’s ownership 


of the same mark for wine, registered several years before applicant 
claimed date of first use, the Assistant Commissioner said: 


‘That beer and wine have the same descriptive properties within the 
meaning of the Trade-Mark Act I entertain no doubt, nor does applicant 
seriously urge a ruling to the contrary. The argument is advanced, how- 
ever, that opposer is estopped to maintain this proceeding by reason of a 
certain letter written by opposer’s vice-president to applicant’s vice-presi- 
dent prior to applicant’s adoption of the mark. This letter reads as follows: 

“Confirming our long distance conversation, and correspondence from 
Mr. Albert J. Fihe in reference to use of the name “La Fiesta” exclusively 
for beer, you are now authorized to use this name on your beer products.” 

The Examiner of Interferences held that such consent to use the mark 
did not carry with it a consent to register, which is doubtless true. But even 
had opposer expressly authorized applicant to secure registration, that 
would not have concluded the question. 

Under circumstances very similar to those here presented, the then Com- 
missioner of Patents had dismissed an opposition in the case of Skookum 
Packers Association v. Pacific Northwest Canning Co., 18 C. C. P. A. 792, 
45 F. (2d) 912 [21 T.-M. Rep. 50]. In reversing his decision the Court of 
Customs and Patent Appeals, after quoting the applicable language of the 
statute said: 

“Therefore, granting that the defense of estoppel would lie against objec- 
tions raised by appellant opposer, nevertheless it was the duty of the 
Patent Office to determine the right of registration, as in an ex parte case, 
upon the facts before the Patent Office. There was before that Office, 
irrespective of any evidence introduced by opposer, appellee’s. application 
describing its mark and specifying the goods to which it is applied, appel- 
lant’s prior registration of its mark and a description of the goods to which 
it was applied. If it is found that the goods to which the respective marks 
were applied are of the same descriptive properties, and that appellee’s 
mark so nearly resembles that of appellant as to be likely to cause confusion 
or mistake in the mind of the public or to deceive purchasers, there can be 
no right of registration of appellee’s mark as applied for so long as appel- 
lant’s registration of its mark stands... . 

“The mandate of the statute is plain, and parties cannot, by their conduct 
or by any agreement, confer upon the Commissioner of Patents the power to 
do that which the law forbids.” 

In the instant case the marks of the partie§ are identical, and their goods 
are of the same descriptive properties. It follows that the opposition was 
properly sustained, regardless of opposer’s consent to applicant’s use of 
the mark.14 


14 Fruit Industries, Ltd. v. Ph. Schneider Brewing Co., Opp’n No. 18,475, 
163 M. D. 579, August 19, 1940. 
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Name of Individual 


Frazer, A. C.: Affirmed the decision of the Examiner of Trade- 


Marks holding that Crosby Naval Stores, Incorporated, is not 


entitled to register the word “Berez’’ as a trade-mark for rosin, the 
ground of refusal being that the mark is merely the name of an 
individual not distinctively displayed. 

Applicant’s counsel argued that it is not a name in current use 
and cited the Assistant Commissioner's decision in Ex parte Warner 
Quinlan Co., 466 O. G. 749 [26 T.-M. Rep. 902}. 

In reply the Assistant Commissioner said: 


I find, however, that the name here involved is listed in the 1940 tele- 
phone directories of Baltimore, Chicago, Brooklyn, The Bronx, Manhattan, 
Philadelphia, and Pittsburgh; and I think such listings are conclusive proof 
that it is “currently recognized” as a surname. 

Nor does the word appear to have any other meaning. Counsel state 
“that the goods on which this mark is used are known to be a residue com- 
pound, called B-resin,” from which latter term the mark is derived. I am 
unable to agree with counsel, however, that this circumstance saves the 
mark from being merely the name of an individual.'® 


Frazer, A. C.: Affirmed the decision of the Examiner of Trade- 
Marks holding that Illinois Iron & Bolt Co. is not entitled to register 
the word “Freeman,” as a trade-mark for automatic coal stokers. 
on the ground that it is the name of an individual not distinctively 
displayed. 

In his decision the Assistant Commissioner said: 


No claim is made for distinctiveness of display, but applicant argues that 
its mark is nevertheless registrable because it is not “merely” the name of 
an individual. It is true, of course, that “freeman” is a dictionary word 
meaning one who enjoys liberty; but when capitalized, as in applicant's 
mark, I think its significance as a surname predominates to such an extent 
that its dictionary meaning is relatively negligible. 

Applicant points out that it has previously been granted registration 
for the same goods of the notation “Free-Man,” and seeks to invoke the 
rule announced in Ex parte New York Evening Journal, Inc., 505 O. G. 1034 
[29 T.-M. Rep. 503], “that after a mark has once been registered its owner 
is entitled to the benefit of any reasonable doubt as to the registrability of 
the same or a closely similar mark upon a subsequent application to register.” 
Where no reasonable doubt exists, however, that rule is manifestly inappli- 


15 Ex parte Crosby Naval Stores, Incorporated, Ser. No. 426,480, 163 
M. D. 608, September 24, 1940. 
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cable; and I am clear beyond doubt that the mark here in question is non- 
registrable.16 


Non-Conflicting Marks 


Frazer, A. C.: Reversed the decision of the Examiner of Inter- 
ferences and dismissed the opposition of Meredith Publishing Com- 
pany to the application of Successful Living, Inc. for registration of 
the notation “Successful Living” as a trade-mark for a periodical. 

Observing that opposer is the owner of the trade-mark “Success- 
ful Farming,” registered and in use in connection with a “monthly 
publication” since a time prior to applicant’s adoption of the mark 
here sought to be registered, and that no testimony was taken by 
either party, but that it appears from the specimens on file, and is 
not disputed, that applicant’s periodical is a magazine devoted 
almost exclusively to health problems, while opposer’s monthly pub- 
lication is styled ‘““The Magazine of Farm Business and Farm 
Homes,” the Assistant Commissioner said: 


In my opinion the fact that both marks are thus highly suggestive, if not 
actually descriptive, of the goods to which they are respectively applied, 
obviates any reasonable likelihood that confusion would result from their 
concurrent use. In other words, I doubt that anyone desiring a farm maga- 
zine would be likely to purchase “Successful Living,” or that anyone in 
search of a health magazine would be likely to buy “Successful Farming.” 

The two publications are, of course, “merchandise of the same descriptive 
properties”; but in view of their wide difference in subject matter, and the 


character of the marks in question, I think the opposition should have been 
dismissed.17 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of Sharp & Dohme, Incorporated 
to the application of The Prenatone Company, Inc. for registration 
of the notation “Prenatone” as a trade-mark for goods described in 


the application as vitamin and mineral tonic for use during the pre- 


natal and lactating periods and in cases of vitamin and mineral 
deficiencies. 
16 Ex parte Illinois Iron & Bolt Co., Ser. No. 424,877, 163 M. D. 609, Sep- 


tember 27, 1940. 


17 Meredith Publishing Company v. Successful Living, Inc., Opp’n No. 
18,503, 163 M. D. 543, July 9, 1940. 
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Noting that the opposition was predicated upon opposer’s prior 
use of the trade-mark “‘Heptone,” registered for effervescent sodium 
phosphate compound, the Assistant Commission said: 


Opposer’s product is a laxative, and so far as may be determined from 
the record has no other practical utility. Applicant argues that its vitamin 
and mineral tonic is useful only for the relief of conditions incident to 
pregnancy, and has offered to delete from its description of goods the 
words “and in cases of vitamin and mineral deficiencies.” It is stipulated, 
however, that this tonic is useful in such cases; and applicant’s exhibit “A,” 
which was introduced as “a box of applicant’s product as actually sold upon 
the market,” so indicates. The question, therefore, is whether a tonic of this 
character, unrestricted as to use, has the same descriptive properties as a 
medicinal preparation used as a laxative. 

Broadly speaking, that question must be answered in the affirmative; 
but manifestly such goods differ widely in many of their essential charac- 
teristics, and the possibility of confusion through their sale under slightly 
similar marks is thus more remote than if they were identical or closely 
related. The marks here involved have the same suffix, but otherwise I think 
they are sufficiently different that confusion in their use on these particular 
goods would be unlikely. The word “tone,” if not actually descriptive, is 
certainly highly suggestive in both marks; and the prefixes “Hepa” and 
“Prena” do not look alike, sound alike, or have a similar significance. Ap- 
plicant’s mark is said to suggest the word “prenatal,” and opposer’s mark 
is doubtless derived from the word “hepar,” meaning the liver. Whether 
either mark would be so construed by the average individual may be doubt- 
ful, but otherwise neither appéars to have any meaning aside from that con- 
veyed by the descriptive or suggestive suffix “tone”; and in any event it is 
the first part of each mark that would be more likely to impress itself upon 
the mind of the purchaser as indicating origin of the goods. 

It is true that trade-marks should not be dissected for the purpose of 
comparison, but it is equally true that their similarities may properly be 
weighed against their dissimilarities, and that a common suffix, or even a 
common prefix, does not necessarily render two marks confusingly similar. 
If, in borrowing from the mark of another, the newcomer has so devised its 
own mark as to avoid confusing similarity between the two marks when 
viewed in their entirety and when considered in connection with the goods 
to which they are respectively applied, the second mark is entitled to regis- 
tration. In my opinion the present applicant has met that requirement.’* 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences and dismissed the opposition of I. & R. Morley Limited, to 
the application of Maison Blanche Company for registration of a 


trade-mark for “women’s pajamas, men’s pajamas, men’s sport 


shirts, neckties, men’s woven underwear, and men’s hosiery,’ 
claimed to have been used since October 24, 1938. 


18 Sharp & Dohme, Incorporated v. The Prenatone Company, Inc., Opp’n 
No. 18,469, 163 M. D. 584, August 23, 1940. 
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Ownership and use by opposer of a trade-mark registration issued 
August 7, 1906, and renewed, covering merchandise of the same 
descriptive properties as that set forth in the application, was ad- 
mitted by applicant’s counsel. 

‘In his decision the Assistant Commissioner said: 


The registered mark is a pictorial representation of a spoked wheel with 
a wing extending from each end of the hub. Applicant’s mark comprises the 
notation “Gold Buck,” and a design to which the Examiner refers as “the 
representation of a winged wheel.” The Examiner was of the opinion that 
applicant had thus appropriated “substantially the whole of the mark shown 
in the registration relied upon by the opposer,” and so sustained the opposi- 
tior. on authority of Carmel Wine Co. v. California Winery, 38 App. D. C. 
1, 1912 C. D. 428 [2 T.-M. Rep.’33]. 

I am unable to agree with the Examiner that the design feature of ap- 
plicant’s mark is the representation of a winged wheel. The wings may be 
there, but I am unable to find the wheel. There is some slight resemblance 
between the design as a whole and opposer’s mark; but the design is only 
a part of applicant’s mark, and its association with the words “Gold Buck” 
results in a combination that is in my opinion sufficiently distinctive to 
insure against any reasonable likelihood of confusion between the two marks 
in question.!9 


Non-Descriptive Term 


Frazer, A. C.: Reversed the decision of the Examiner of Trade- 
Marks and held that White Cap Company is entitled to register the 
notation “Vapor-Vacuum” as a trade-mark for “closure caps for 
containers such as bottles and jars.” 

Observing that the Examiner refused registration on the ground 
that the mark is descriptive of the goods, the Assistant Commissioner 
said: 

I am unable to agree with the Examiner’s ruling. I think the mark is 
an incongruous combination of words that describes nothing. While it 
may possibly suggest some real or fancied function of a closure cap, cer- 


tainly it is not an expression that would normally be used in connection with 
such goods, even in a suggestive sense.°° 


Frazer, A. C.: Reversed the decision of the Examiner of Trade- 
Marks and held Wilson Brothers entitled to register, under the 


19], & R. Morley Limited v. Maison Blanche Company, Opp’n No. 18,698, 
163 M. D. 589, August 27, 1940. 


20 Ex parte White Cap Company, Ser. No. 392,824, 163 M. D. 547, July 12, 
1940. 
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provisions of the Act of February 20, 1905, the notation “Wedge- 
locke”’ in association with a design, as a trade-mark for neckties. 
He quoted from the Examiner’s statement on appeal as follows: 


The ground of refusal is that the mark is descriptive of the applicant’s 
goods, or of like goods of others, in that ties are sometimes provided with 
locking devices for holding them in place relative to the collar, which lock- 
ing devices are of “wedge” type. 


He then said: 


The Examiner cites a patent upon an invention described as “a hollow 
tubular structure within the tie whereby one end of the neckband is ad- 
justably arranged therein and the other end is detachably connected and is 
adapted to hold the adjustable end in adjusted positions.” The “tubular 
structure” is approximately V-shaped, but it is not a wedge and does not 
function as such. Rather the fabric of the patented tie appears to be 
“locked” inside the tubular member by means of a spring latch. I doubt 
that anyone would be likely to use the expression “wedge lock” in describ- 
ing the device. In fact, it would seem to me to be a very inept description. 

There being nothing else in the record to support the Examiner’s posi- 
tion, I am inclined to agree with counsel for applicant that it is untenable. 
As applied to neckties the mark probably suggests security of adjustment, 
but mere suggestiveness is no bar to registration.*1 


Not a Trade-Mark 


Frazer, A. C.: Held that The National Acme Company, of 
Cleveland, Ohio, is not entitled to register the notation “Snap- 
Lock,” under the provisions of the Act of March 19, 1920, as a 
trade-mark for electrical switches. 

In his decision the Assistant Commissioner said: 


It was the Examiner's opinion that the mark sought to be registered has 
no trade-mark significance as applied to such goods, and I share that opinion. 
“Snap lock” is a dictionary term, defined in Webster’s New International 
Dictionary as “a lock shutting with a catch or snap.” Applicant appears to 
concede that either word alone is the name of a well-known type of switch, 
but asserts that “there was no type of switch known as a snap lock until 
applicant coined this expression to apply to a new switch never before 
known. ... Snap switches were old and lock switches locked with a key were 
old but snap-lock switches were never thought of.” It is thus argued 
in effect that, because applicant was the first to manufacture a snap lock 
switch, it has the right to appropriate the name of its product as a trade- 
mark therefor. Manifestly, such argument is untenable. 

While descriptiveness is no bar to registration under the Act of 1920, 
marks so registered must nevertheless be trade-marks. In other words, they 
must be capable of indicating origin of the merchandise with which they are 
used. A snap lock switch would remain a snap lock switch, whether pro- 


“1 Ex parte Wilson Brothers, Ser. No. 401,914, 163 M. D. 525, June 7, 1940. 
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duced by applicant or by one of its competitors; and applicant’s mark 
merely names that type of switch, regardless of origin.?* 


No Trade-Mark Use 


Frazer, A. C.: Dismissed the opposition of Hockmeyer Bros., 
Inc., of Portland, Ore., to the application of Elder Manufacturing 
Company, of St. Louis, Mo., for the registration of the notation 
“Tufferoy” as a trade-mark for “cotton pile fabrics’; but further 
adjudged applicant not entitled to such registration because of its 
failure to use the mark on the particular goods set forth in the ap- 
plication. 

Observing that applicant took testimony in the opposition pro- 
ceeding, from which it appears conclusively that applicant does not 
deal in cotton pile fabrics and applies the mark only to boys’ cor- 
duroy garments, the Assistant Commissioner said: 


It is well established in the Patent Office that use of a mark on a 
finished product will not support registration of such mark for the materials 
of which the product is made. See Ex parte Maiden Form Brassiere Co., 
500 O. G. 774, 40 U. S. P. Q. 573, and cases there cited. Applicant’s mark 
here in issue is already registered for “wearing apparel for young men and 
boys—namely, jackets, jumperalls, knickers, shorts, slacks, coats, and outer 
shirts”; and so far as is disclosed by the present record that description 
covers all merchandise with which the mark has been used. 


Noting that the opposition was predicated upon opposer's as- 
serted ownership of the trade-mark ““TweeDuroY,” registered for 
“cotton piece goods—viz., corduroy,’ the Assistant Commissioner 


said: 


I think the two marks “Twee-DuroY” and “Tufferoy” differ sufficiently 
in appearance, sound and significance to insure against any reasonable 
likelihood that confusion will result from their concurrent use in connection 
with the goods to which they are applied.?° 


Refusal to Renew 


Frazer, A. C.: Denied the petition of Larus & Brother Company 
from the refusal of the Examiner of Trade-Marks to renew its trade- 
mark registration No. 128,424, issued January 6, 1920. 


22 Ex parte The National Acme Company, Ser. No. 425,092, 163 M. D. 572 
August 8, 1940. 


23 Hockmeyer Bros., Inc. v. Elder Manufacturing Company, Opp’n No. 
16,714, 163 M. D. 469, April 10, 1940. 


+ 
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The Assistant Commissioner pointed out that the ground of re- 


fusal was that the application for renewal was not filed until almost 


two months after the expiration of the registration. He then said: 


It is not denied by petitioner that the uniform practice up to the 
present time has been to require that an application for renewal shall be 
filed prior to the expiration of the registration sought to be renewed. 
Holdings to that effect are found in Ex parte Gebruder Avenarius, 135 
M. D. 24 [10 T.-M. Rep. 440]; Ex parte Regal Shoe Co., 385 O. G. 270 
1929 C. D. 30 [19 T.-M. Rep. 186]; Ex parte The S. S. White Dental Co., 
156 M. D. 848; and Ex parte Kelvinator Corporation, 401 O. G. 469, 1930 
C. D. 9. Similarly, in a pamphlet issued by the Patent Office entitled “Gen- 
eral Information about Protection of Trade-Marks, Prints and Labels,” it 
is stated that trade-mark registrations may be renewed “upon the filing of 
an application for renewal within the six months next preceding the end of 
the original term,” and that: “If application for renewal is not filed before 
the registration expires a new application for its reregistration must be 
filed.” 

The petitioner contends, however, that Section 12 of the Act of February 
20, 1905, is so worded as to permit renewai at any time, before or after the 
expiration of a registration, provided only that the application is not filed 
more than six months prior to such expiration. The portion of this section 
relied on to support petitioner’s contention is as follows: 

“Certificates of registration may be, from time to time, renewed for like 
periods on payment of the renewal fees required by this act, upon request 
by the registrant, his legal representatives, or transferees of record in the 
Patent Office, and such request may be made at any time not more than six 
months prior to the expiration of the period for which the certificates of 
registration were issued or renewed.” 

While this sentence, considered alone, may be literally susceptible of the 
interpretation urged by petitioner, it seems more logical to construe the ex- 
pression “prior to the expiration of the period,” as modifying the words “at 
any time,” as well as the words “more than six months.” Under this con- 
struction the meaning would be that the request may be made at any time 
prior to the expiration of the period, provided such time is not more than 
six months prior thereto. In other words, “not more than six months” would 
be regarded as being, in effect, a parenthetical expression modifying the 
basic statement that the request may be made at any time prior to the ex- 
piration of the period. This, I think, is what Congress intended. 


+ * * 


It should be noted that, unless the period allowed for renewal terminates 
with the expiration of the registration, it never terminates. If the inter- 
pretation urged by petitioner were adopted, and a renewal could be effected 
two months after expiration, then it could equally well be effected two years 
or twenty years thereafter. 

In the case of Ewing v. Standard Oil Co., 42 App. D. C. 321, 203 O. G. 
1556, 1914 C. D. 205 [4 T.-M. Rep. 373], it was held by the Court of Appeals 
of the District of Columbia that a renewal is a correction of the record to 
the date of renewal. In its opinion the court said: 

“This is an equivalent, we think, to a declaration that the rights under 
the original certificate may be perpetuated by request for renewal, and such 
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request shall be accepted as prima facie evidence that the mark has not been 
abandoned. In other words, it is intended that the rights originally acquired 
shall continue, and not that new rights shall be grante ed at the end of twe nty 
years as the result of an investigation by the Commissioner.” 

It is evident from this language “hat the court construed renewal as per- 
petuating or continuing the registration, and not as creating a new right; 
and it seems clear that this continuity could not be preserved if the renewal 
application might be filed subsequently to the expiration of the registration. 
Moreover, it is difficult to see how a request for renewal could be considered 
as “prima facie evidence that the mark has not been abandoned” if the 
request could be filed years after the registration had expired. 

If renewal were permitted at any time the records would be in a per- 
petual state of uncertainty, since any expired registration might be im- 
mediately restored to life at any time by the mere filing of a renewal ap- 
plication, which is not subject to reexamination. The renewal statute, if 
construed to permit this practice, would not serve to correct the records, but 
would have an exactly opposite effect. 

Petitioner points out that under present practice the actual notice of 
the grant of a renewal may be issued after the expiration of the registration. 
However, this interval is never long, and the Patent Office records at the 
date of expiration show that renewal has been requested. This brief hiatus, 
therefore, is not analogous to an indefinite period of years during which the 
public could have no knowledge as to whether or not registration would be 
renewed. 

It cannot reasonably be supposed that it was the intention of Congress 
that the fact that a trade-mark was once registered should serve forever 
after as prima facie evidence that the mark had not been abandoned. Cer- 
tainly, there must be some definite time limit within which a registrant is 
required to act in order to preserve his right. 

On principle, as well as on precedent, the act under consideration must 
be construed as requiring that an application for the renewal of a trade- 


mark registration shall be filed prior to the expiration of the registration 
period.?4 


Surnames 


Frazer, A. C.: Reversed the decision of the Examiner of Inter- 
ferences and sustained the opposition of Leon A. Danco to the 
application of Chemical Laboratories, Inc. for registration of the 
name “Danco” as a trade-mark for tooth paste. 

In his decision the Assistant Commissioner said: 

Subject to certain exceptions, not here applicable, the statute prohibits 
registration of a mark “which consists merely in the name of an individual.” 
Manifestly, applicant’s mark and opposer's name are identical, and so far 
as is disclosed by the record the mark is “merely” the name of an individual, 


because it has no other meaning. True, it is an unusual name; but, as was 
observed by the Court of Customs and Patent Appeals in Ex parte Nisley 


24 Ex parte Larus & Brothers Company, Renewal of Trade-Mark Regis- 
tration No. 128,424, 163 M. D. 565, August 1, 1940. 
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Shoe Co., 19 C. C. P. A. 1211, 58 F. (2d) 426 [22 T.-M. Rep. 265], “the 
statute makes no exception in the case of uncommon or rare names.” Nor 
is it material that opposer has failed to prove that he would be damaged by 
the proposed registration. His right to oppose is statutory, and damage will 
be presumed. Tinker v. Patterson Dental Supply Co., 52 App. D. C. 37, 
287 Fed. 1014 [13 T.-M. Rep. 140]. 

Applicant cites the case of Ex parte Warner Quinlan Co., 466 O. G. 
749, 29 [26 T.-M. Rep. 502], where I expressed the opinion that: 

“It seems reasonable to require evidence that an alleged surname is 
currently recognized as such before authorizing the refusal of its registra- 
tion on that ground.” 

I still entertain that opinion, but I can think of no more convincing 
evidence in that regard than the formal opposition of an individual to the 
registration of his name.?° 


l’razerR, A. C.: Denied the petition of San Francisco Shopping 
News Company that the Examiner of 'Trade-Marks be instructed to 
declare an interference forthwith between petitioner’s application 
and that of Muriel Saunders. He pointed out that both applications 
are for registration of the name “Marilyn King” as a trade-mark 
for certain publications; that the Saunders application was allowed 
because the mark was alleged to be the applicant’s nom de plume in 
her own handwriting, and that petitioner’s later filed application 
was rejected upon the ground that the mark it seeks to register, 
although printed in script, is nonetheless “merely the name of an 
individual not distinctively displayed.” 

He then said: 


Upon authority of Ex parte Reliance Manufacturing Co., 488 O. G. 886, 
36 U. S. P. Q. 392 [28 T.-M. Rep. 336], the Examiner’s rulings appear to 
have been right in both cases. It was there held, in effect, that where the 
prohibition of the statute against registration of a mark consisting “in the 
name of an individual... . not written, printed, impressed, or woven in 
some particular or distinctive manner,” is sought to be overcome merely by 
forming the name in handwriting, such handwriting must be that of the 
owner of the name. 

Petitioner’s mark as presented is registrable, if at all, only under the 
provisions of the Act of March 19, 1920; hence petitioner is not entitled 
to the interference it seeks. Having failed to oppose the Saunders appli- 
cation within thirty days after publication, petitioner’s only remaining 
remedy, if it deems itself injured, is to apply for cancellation after the 
Saunders registration issues.2® 


*> Leon A. Danco v. Chemical Laboratories, Inc., Opp’n No. 18,751, 163 
M. D. 564, July 31, 1940. 

“5 Ex parte San Francisco Shopping News Company, Ser. No. 428,972, 
163 M. D. 523, June 6, 1940. 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During sixty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel, 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished at 
cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members, at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The or- 
ganization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in im- 
portant instances. We should be glad to send on request an issue 
of the Bulletin detailing our work in this last particular. 





